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What tho’ youth gave love and roses,  
Age still leaves us friends and wine.  
Thomas Moore

My books are like water; those of the great geniuses 
are wine. (Fortunately) everybody drinks water.  
Mark Twain

I cook with wine, sometimes I even  
add it to the food.
W. C. Fields



 I would like to make sure I have exclusive 
rights to grow this grape. I intend to call 
it SUD-NOIR, and register a trade mark.  
How would I go about this?

A:  Registering a trade mark would not give you 
exclusivity to reproduce the grape variety. Trade 
marks protect brand names. In order to protect the 
variety itself, you need to apply for a Plant Breeders 
Right. As the employer of the viticulturist who 
created the cross, you would be entitled to make 
this application.

  In order for your application to succeed,  
your variety would need to be:

     New (not have been sold / disposed  
of for longer than 1 year);

     Distinct (distinguishable from other  
grape vines);

     Uniform and stable (its characteristics must 
remain constant when it is reproduced).

If I apply for a Plant Breeders Right, will I 
also be entitled to apply for a trade mark?

A:  Yes, you will. However, it is not possible to obtain 
trade mark protection for a variety name, as that 
is the generic name of the product. You would 
accordingly need to assign a generic name to 
your new variety, and reserve SUD-NOIR as its brand 
name, which functions as a badge of origin or 
source identifier.

If I register the trade mark SUD-NOIR  
for wine grapes, will that also entitle  
me to prevent others from selling a wine 
under this name?

A:  Probably not. Trade mark protection covers not 
only identical goods, it also covers similar goods. 
The question is therefore whether wine and wine 
grapes are “similar” goods in a trade mark sense.

  In a recent case, the Supreme Court of Appeal 
(which is South Africa’s highest court dealing with 
non-constitutional issues) found that a registration 
for ZONQUASDRIFT for wine, would not prevent the 
neighbouring farm of the trade mark owner from 
using ZONQUASDRIFT VINEYARDS for wine grapes. 

  In order words, wine and wine grapes were found 
to be not similar enough for this use to amount to 
infringement. It would therefore be advisable to 
file applications in class 31 (covering wine grapes) 
and class 33 (covering wine).

The viticulturist whom I employ has developed a new grape variety  
for use in Méthode Cap Classique, by crossing Pinot Noir and 
Pinot Meunier (the two red varieties used to make Champagne). 
The cross has proven to be an excellent combination, as it is easier 
to grow than Pinot Noir and the wine has the structure and backbone 
of a Pinot Noir, with the additional fruitiness of a Pinot Meunier.
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 I have spent considerable time and effort 
developing a new wine bottle with a 
distinctive and unique shape. How can 
I stop other people copying my bottle? 

A:  In order to stop people copying your bottle you will 
have to obtain a design registration covering your 
bottle. The registered proprietor of a design obtains 
the right to exclude others from making, importing, 
using or disposing of articles embodying the design 
or a design that is not substantially different.  

What are the requirements for registration?

A:   To be registrable, the bottle must have a novel 
appearance due to its shape, configuration, 
ornamentation and/or pattern.  

Can I protect other types of articles, such as, 
for example, a unique corkscrew I designed 
to sell with my bottle?

A:   Yes, virtually any type of article can be protected 
by a design registration, provided the appearance 
is novel. The bottle and the corkscrew, however, 
cannot be covered together and will each have 
to be the subject of a separate registered design. 

When must I file a design application? 

A:   A design application should always be filed prior 
to the release of the design. Releasing, disclosing or 
selling the article before filing the design application 
may result in the design not being registrable. 
However, always consult a patent attorney for 
advice as certain exceptions may apply. 

Is it worth my while protecting the design?

A:  You must consider whether or not the appearance 
of the bottle will result in customers selecting your 
bottle over competitors’ bottles. If so, design 
protection should be seriously considered. Also, 
you must consider whether or not the unique shape 
of your bottle will help to distinguish your products 
from the products of your competitors. The contour-
shaped Coca-Cola bottle design, for example, 
reached iconic status long ago and was protected 
by a US design dating back to 1915. 

How long will my registered design last? 

A:  South Africa distinguishes between “functional 
designs”, which last for 10 years, and “aesthetic 
designs”, which last for 15 years. 

What about design protection in 
other countries?

A:  Design registrations are territorial and accordingly 
protection is obtained only in the country in which 
the design is registered. If the bottle is for export, 
you must consider filing in each country in which 
you want protection. Certain regional systems do 
exist. For example, a European Community Design 
can be obtained to protect the design throughout 
the European Union.
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A:  Yes, you can lodge a domain name complaint via the website domaindisputes.co.za.  
Complaints can be lodged on the basis of either an abusive or offensive domain name 
registration. A few of the factors included in the Alternative Dispute Resolution Rules which 
indicate that this registration may be abusive are that:

     the registrant obtained the domain in order to sell or transfer it to you for an amount  
exceeding their out of pocket expenses;

     the registrant intended to intentionally block the registration of a name or mark  
in which you have rights; and

    the registrant obtained the domain in order to prevent you from exercising your rights. 

 Is there a cost to lodging a dispute (besides the fees of my legal advisor for 
drafting the complaint)?

A:   Yes, domain name disputes are privately adjudicated (not dealt with by the courts). 
A complainant can select whether to appoint one adjudicator at a cost of R10 000, or three 
adjudicators at a cost of R24 000. One adjudicator would be sufficient for a case like this. 

What are the possible outcomes, and will the advertising company have  
to pay my costs if I’m successful?

A:   If the adjudicator finds in your favour, the domain will be transferred to you. Because domain 
disputes are dealt with through private adjudication, and not via the courts, no costs awards 
are made. Each party would be responsible for their own costs. 

I have been trading under the name ROSE THORN CELLARS for the last 
30 years. Recently, I approached an advertising company to get some 
help with my online marketing including Facebook and setting up a 
website. We agreed to pay the advertising company an hourly rate 
for their initial advice. I indicated that once I had that advice, I would 
decide whether to continue to use their services to implement it, or do 
it myself. After receiving their advice, I discovered that the advertising 
company had registered the domain rosethorncellars.co.za in their own 
name. When I asked them about this, they laughed and told me that 
now I would have to use their services on an ongoing basis, as they 
wouldn’t agree to transfer the domain to me unless I signed a contract 
with them. Is there anything I can do about this?
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I have been producing and selling wine 
under the name MOONSHINE in South 

Africa for the past 20 years. I have 
never filed a trade mark application 
for the name. An opportunity has 
now arisen for me to export my 
wine to England, Germany and 
Austria. Can I use the same name 
for export purposes, and how do 
I protect my rights?

A: Firstly, where your position in South Africa is 
concerned, you may well have established a 

goodwill (including reputation) in the trade mark 
MOONSHINE. This would give you protection under 

the common law against passing off by any third 
party. It would be advisable though, to supplement 

these common law rights by filing a trade mark 
application.

The position regarding your intended use of the same mark in 
England, Germany and Austria is different. Trade mark protection 

is territorial, and your use of the mark MOONSHINE in South Africa 
does not place you in a preferential position in other countries.

You would need to conduct trade marks availability searches in those countries 
to ensure that MOONSHINE is available for use and registration. It is important that you 

search on the national registers of these countries (the United Kingdom register where England  
is concerned), and also on the community Trade Marks (CTM) register.

The CTM register provides for a trade mark registration which covers all 28 countries of the European 
Union. For CTM purposes, the UK is included as one of these countries. A full list is available at  
http://oami.europa.eu. Zelda
What happens if MOONSHINE is available in the uk and austria, but not in Germany?

A:  In that case, you could either devise a new mark for your German exports, or a new mark that  
you would use for all 3 territories.

  If there is an earlier conflicting mark on the national trade marks register in Germany, this could  
be a bar to obtaining a CTM registration for MOONSHINE. You could still apply for the mark on  
the national registers in the UK and Austria though.

  It is also important that if you select a different trade mark for Germany (or for all 3 countries),  
and if you will be exporting the wine with the labels already applied to it, that you obtain  
registered protection for the mark in South Africa, as use of the mark for export purposes would  
be considered use of the mark in South Africa.
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I assume I can use the name, Zelda, because 
it’s my daughter’s name. Is that correct?

A:  Not necessarily. The fact that it is your daughter’s 
name does not give you a right to use it as a trade 
mark / brand name for your wine. If someone else has 
registered trade mark rights for the identical name, 
or a confusingly similar name, either for wine, or for 
goods similar to wine, then your use of the name 
would amount to infringement. You should have a 
trade mark availability search conducted to check 
on this. In addition, it would be prudent to conduct 
online searches to make sure no-one else is already 
using the name, Zelda (or a confusingly similar name) 
for wine in South Africa. If someone is, and they have 
established a reputation in that name, then they may 
be able to prevent you from using the same name or 
a confusingly similar name in terms of the common 
law remedy of passing-off. 

Presuming that there are no blocks on the 
trade marks register, and I wanted to register 
Zelda as a trade mark, how long would it take?

A:  In South Africa, it would take approximately two years 
in total from filing the application to receiving your 
registration certificate. however, if the application 
is successful, your registered rights would date from 
the date on which it was filed (rather than the date 
on which registration is granted). 

If someone else copies the design of my label, 
is there anything I can do about it?

A:  Your label would be protected as an “artistic work” 
under the copyright Act. At present, your artist friend 
who was the author of your label would own the 
copyright. It would be a good idea to have him 
assign (transfer) this right to you. This can be done in  
a simple assignment agreement. It is important though 
that the agreement is put into writing and signed by 
your friend. once you have taken ownership of the 
copyright, you would be able to prevent anyone else 
from reproducing or adapting the drawing.

I’m in the process of creating a new wine label, and 
would like to dedicate the wine to my daughter, Zelda. 
The label, which was designed by a friend of mine, 
will consist of the name, Zelda, in a stylised script.

Zelda

Adams & Adams / WineLand Magazine Submissions 2015



A:  Although competitions are quite common and 
popular, many people are not aware of the laws 
that apply to them. Generally, one can distinguish 
between two kinds of competitions. In some 
competitions (random draws), luck determines the 
outcome. In others, participants need to display skill.

  If the outcome of a competition will be determined 
by entrants’ skill, there are fewer legal issues to 
consider. However, in the case of competitions 
where the winner is determined by luck, the 
organiser needs to be aware of the provisions of 
the Lotteries Act as well as the Consumer Protection 
Act (CPA). A luck based competition will be 
regarded as a lottery. Lotteries are unlawful, unless 
they comply with the provisions of the Lotteries 
Act or are authorised by another law, such as the 
CPA. As such, if a business wants to conduct a luck 
based competition in order to promote its goods 
or services, the business needs to comply with the 
CPA’s provisions instead.

  The CPA provides for competitions known as 
“promotional competitions”. In essence, these are 
competitions that are organised by businesses in 
order to promote their goods and services, and in 

which the outcome is determined by lot or chance 
(luck). The CPA contains a number of requirements 
relating to the conducting of promotional 
competitions. These requirements include that the 
competition organiser may not require entrants 
to make payment to enter the competition, 
competition rules must prepared, the competition’s 
marketing material must contain prescribed details 
and the competition must be audited.

  Because of the CPA’s requirements, there are some 
issues with the competition in the question set out 
above. Firstly, the farm may not charge an entry fee 
to participants. The maximum costs of entry may 
not exceed R1.50 and are limited to costs such as 
postage or text message charges. Furthermore, the 
competition must be overseen by an independent 
attorney, advocate, accountant or auditor. As such, 
the wife of the person who has asked the question 
may not oversee the draw.

  Although competitions can be effective 
promotional and marketing tools, organisers 
should take care to comply with the relevant legal 
requirements in order to avoid possible steps being 
taken against them.

We would like to have a lucky draw competition at our farm’s annual 
open day. We are planning to set the entry fee at R200 per person, 
given that the prize shall be a weekend for two in the Franschhoek 
Valley. My wife, who works with me, is an accountant, and we plan 
for her to receive the entries, and do the draw. Are there any legal 
requirements we should be aware of?
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Is counterfeiting a problem in the wine sector?

A:  Traditionally, counterfeiters have targeted well-
known brands mainly in the clothing and electronics 
sectors. However, over the years counterfeiters have 
extended their operations to include counterfeit 
pharmaceuticals, motor spare parts and, recently, 
wine and other liquor products. 

  Counterfeiters feed off the popularity of brands, 
and wine brands are no exception. Huge financial 
and reputational damage to a winery’s business 
may result if counterfeit versions of its wines find their 
way onto restaurant tables and into homes. Those 
unfortunate enough to consume the counterfeit wine 
will be left with a bad taste in their mouths in respect 
of both the wine and the wine brand.  

What legal measures are available to 
winemakers in South Africa to combat 
counterfeiting?

A:   The Counterfeit Goods Act provides mechanisms 
for owners of intellectual property (trademarks and 
copyright) to take action against counterfeiters 
on both a civil and criminal basis. In order to 
rely on the Counterfeit Goods Act, a registered 
trademark or copyright in a specific work is required. 
Accordingly, as a first step it is important to ensure 
that your trademarks (such as wine names and 
logos) are registered, and that a proper record 
is kept of the ownership of copyright in your wine 
labels. You may then rely on your registered 
trademark or copyright to prevent others from 
dealing in goods bearing the subject matter of 
your intellectual property right, or a colourable 
imitation thereof. (‘Colourable’ refers to a 
calculated attempt to deceive.)

  If you suspect that your wine has been counterfeited, 
you may lodge a criminal complaint with the 
South African Police Service and take civil action 
against the suspected counterfeiter to prevent 
further infringement of your intellectual property 
rights. You may also apply to the Commissioner for 
Customs and Excise to seize and detain suspected 
counterfeit wines bearing your registered trade mark 
or wine label to prevent them from being imported.
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WHAT EXACTLY IS COUNTERFEITING?

A:  Counterfeiting is a practice whereby goods, often 
of an inferior quality, are manufactured and sold, 
using an imitation of another’s intellectual property 
rights (trademarks or copyright) on them without the 
permission of the owner of the intellectual property. 
Consumers are led to believe that what they are 
purchasing is a genuine product, where in fact it is 
a fake/counterfeit product.
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A:  The term ‘advertisement’ is defined widely in the code, 
and includes radio, TV and print advertisements, as well 
as labels, packaging and promotions.

  Apart from general provisions, which prohibit 
advertisements from making misleading claims, the 
code contains an appendix dealing specifically with 
rules governing the advertising of alcoholic products, 
including wine.

  Alcohol advertisements should not encourage 
irresponsible, risky or excessive drinking and should not 
present abstinence from alcohol in a negative light. 
Persons depicted drinking alcohol in an advertisement 
should also not be younger than 25.

  Advertisers must also guard against including any images 
that appeal to children. Similarly, packaging of alcoholic 
beverages may not be directed at persons under the age 
of 18 and may not have unique appeal to children.

  When extended promotions and tastings are held, the 
code provides that appropriate snacks should be made 
available. Where labels are concerned, words that tend 
to degrade alcohol beverages by using colloquial names 
such as “dop”, “booze” and “grog” may not be used.

  There are also specific provisions relating to advertisements 
in the media, which include radio, television and print. 
These provisions, for example, deal with the times when 
alcohol advertisements may be aired on radio and 
television and the required use of the statement “Not for 
sale to persons under the age of 18”. Another important 
provision deals with the prohibition on the placement 
of billboards advertising alcoholic products and brands 
within a specific radius of schools. 

What are the consequences of non-compliance 
with the code?

A:  Consumers who feel that an advertisement does not 
comply with the code may lodge a free consumer 
complaint with the ASA in the form prescribed. 
Competitors may also lodge a competitor complaint 
for a nominal fee. If the ASA finds that the advertisement 
complained of does not comply with the code, the ASA 
may order the withdrawal of the advertisement or order 
that the advertisement be amended.

WHEN ADVERTISING WINE, WHAT SPECIFIC  
RULES SHOULD ONE BE AWARE OF IN TERMS 
OF THE ADVERTISING STANDARDS AUTHORITY 
(ASA) OF SOUTH AFRICA’S CODE?
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A:  E-mails of this kind are generally a ploy to engage with you, and encourage you to purchase domains, 
whether or not you need them. Generally speaking, these e-mails should be ignored.

  It is advisable for a South African wine farm to have a .co.za domain and/or a .com domain from which 
your website can be accessed. If you also trade in other countries, it may be worth your while to have 
corresponding domains (e g .au, and/or .uk) that redirect to your main website. Given that websites are 
accessible around the world, it is not necessary or practical to have a multitude of domains, covering 
various different countries, particularly ones you do not trade in. 

If I do decide to export to China in future, what rights must I protect?

A:  For a start, it is important to do a trademarks availability search for all the marks (which may incorporate 
a main brand and a sub-brand) that you will be using. At a minimum, you need to be sure that those 
trademarks are available for use (in other words, your use won’t infringe the rights of others).

  It is also advisable to register your trademarks to protect your rights and establish brand equity. You should 
consider doing so in both English and Mandarin.

  If you are interested in trading in China, it is advisable to secure your trademark rights as soon as possible. 
China operates on a first-to-file basis. That means that even if you have been selling your wine in China for 
some time, if someone else files an application for your trademark, they are likely to be able to register it. 
You would only have prospects of successfully opposing an application if your mark is very well known.

From time to time, I receive an e-mail from a Chinese company stating 
that someone has tried to register the name of my wine farm (my trademark) 
as part of a domain name in China, Hong Kong and Taiwan. The e-mail 
states that the company’s records show that the domains incorporate 
my trademark, and asks whether I have any objection to the domains 
being registered. I don’t export to China – only to the UK and Australia.  
Must I reply to these e-mails?
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Our wine farm is planning to launch an email campaign to 
promote our new restaurant and conferencing facilities. We would 
like to send out information about these facilities by way of emails 
to persons in our marketing data base. We have heard rumours that 
we are no longer allowed to send out marketing emails. Is this true?
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A:  Currently, your farm would in fact be allowed to send out such emails. 
South Africa presently follows an “opt-out” system when it comes to the sending 
of unsolicited communications (spam). This means that marketers are allowed 
to send out communications to recipients, as long as they provide the recipients 
with the option to opt out (unsubscribe) from receiving further communications, 
newsletters and the likes. This requirement is contained in the Electronic 
Communications and Transactions Act, 2002 (ECTA). It is important to honour 
unsubscribed requests, because it is an offence in terms of the ECTA to continue 
sending unsolicited communications to someone once they have unsubscribed.

  The Consumer Protection Act, 2008 (CPA) also contains provisions that relate 
to these kinds of communications. The CPA provides consumers with the right 
to refuse to accept direct marketing communications. As such, a supplier must 
remove someone from their direct marketing database, if this is requested by 
the consumer. Marketers must also remember that the CPA provides consumers 
with a cooling-off right in terms of which they can cancel a sale which was 
concluded as a result of direct marketing (such as an unsolicited email).

  The current opt-out system will change to an opt-in system in the future when 
the Protection of Personal Information Act, 2013 (POPI) enters into force in full. 
When that happens, one will not be able to send marketing communications to 
persons unless they are existing customers and one has obtained the customers’ 
details from them in the context of a sale and for the purpose of direct 
marketing. If someone is not an existing customer, marketers will only be able 
to send unsolicited communications to people if they have obtained their prior 
consent (opt-in). One will be allowed to approach prospective customers not 
more than once in order to obtain their consent.

  In view of the pending implementation of POPI, you would need to review  
your direct marketing practices and policies to ensure that they will comply  
with POPI once it becomes law.
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