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SECTION 16
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1) A person who has made an application for a patent may, at any time
before the grant of the patent, if he so desires, or with a view to
remedy the objection raised by the Controller on the ground that
the claims of the complete specification relate to more than one
invention, file a further application in respect of an invention
disclosed in the first application.

2) The further application shall not include any matter not in
substance disclosed in the complete specification of the first
mentioned application.

3) The Controller may require such amendment of the complete
specification filed in pursuance of either the original or the further
application as may be necessary so that neither of the
specifications includes a claim for any matter claimed in the other.



LG ELECTRONICS VS CONTROLLER OF PATENTS (IPAB 2011) 
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 Applicant filed a divisional application with the same claims after
abandoning the parent application.

 Claims in both applications were identical - divisional refused during
examination – as an invalid divisional ab initio

 The IPAB dismissed the appeal and observed:

‣ For valid divisional application – the parent application must
disclose more than one invention

‣ Existence of plurality of distinct inventions is sine qua non for
divisional application

‣ By filing divisional application – the applicant is seeking to enlarge
processing time of application



SYNTONIX PHARMACEUTICALS INC VS CONTROLLER 
OF INDIA (IPAB 2014) 
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 On objection of lack of unity of invention in respect of some claims
of parent application, the applicant filed a divisional for the said
claims.

 The divisional was refused on the ground that claims of the divisional
are similar and identical to claims of parent application.

 On appeal, IPAB set aside the impugned order and held that
applicant should get an opportunity to amend the claims in
accordance with Section 16(3) of the Act.
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NATIONAL INSTITUTE OF IMMUNOLOGY VS THE ASST.
CONTROLLER OF PATENTS (2015)

The IPAB held:

• Divisional application filed in view of objection of lack of unity of invention in
parent (also a divisional of grandparent application) – a valid application.

• Immaterial whether grandparent application was pending or granted at the
time of filing the divisional application.

TEIJIN PHARMA LIMITED VS CONTROLLER OF PATENTS
(IPAB 2014)

 principle of estoppel would apply once the Controller of Patents raises an
objection as to presence of distinct inventions and he cannot go back and
repudiate such an objection later by challenging a divisional application filed
as a remedy to the said objection

 Order refusing divisional application out of another divisional set aside -
positive precedent for all divisional applications filed due to objection of lack
of unity of invention in the immediate parent application



KEY TAKEAWAYS
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 Divisional application is filed when there is lack of unity of invention in
the claims.

 Divisional application can be filed voluntarily by the Applicant or on
objection raised by the Patent Office.

 Presence of plurality of distinct inventions in the parent application is a
Sine qua non.

 A divisional application filed in respect of the objected claims cannot
be refused without giving the applicant’s an opportunity of being
heard.

 A divisional out of a divisional application if filed, is valid, if filed prior to
the grant of the earlier divisional application even if the first filed
application (parent) application has been granted.



ROCHE VS CIPLA

• Roche owns a Patent for the drug
Tarceva (Erlotinib Hydrochloride) which
is an effective drug for lung cancer.

• On January 15, 2008 Roche filed
application for interim injunction and
suit for permanent injunction before
Single Bench of Delhi High Court after
Cipla launched its generic version of
Tarceva in the Indian market.

• During the hearing for interim
injunction, Cipla referred to Roche’s
separate Indian application for
polymorph B of Erlotinib Hydrochloride
(corresponding to US application
6900221) .
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• Cipla argued that the suit patent is a mixture of Polymorph A and B of
Erlotinib Hydrochloride and what is being marketed by Cipla is polymorph
B version of the compound namely Erlotinib Hydrochloride.

• The Single Bench refused application for interim injunction on the basis
of public interest involved and the life saving nature of the drug.

• Aggrieved by the order Roche filed an appeal before the Division Bench
which too was dismissed.

• Roche filed a special leave petition to the Supreme Court which directed
the HC to conclude the trial as expeditiously as possible.

ROCHE VS CIPLA
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• The Single Judge Bench of HC in it’s judgement in suit for infringement
also held Cipla does not infringe the suit patent.

• Aggrieved by the decision Roche appealed to the Division Bench.

• The main issue considered by the Division Bench was whether:

– CIPLA’s product, Erlocip which is polymorph B of the compound
Erlotinib Hydrochloride infringes Roche’s patent for the compound
Erlotinib Hydrochloride.

Cipla alleged that their product Erlocip is a polymorph B form of the
compound Erlotinib Hydrochloride and since Roche’s patent
application for the polymorph B of Erlotinib Hydrochloride had been
rejected, the defendants are free to make polymorph B form.

ROCHE VS CIPLA
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• The Bench held that “an infringement analysis involves comparison of
each and every limitation of the claim with the allegedly infringing
product. The analysis cannot be performed by comparing the product
manufactured by the patentee with the allegedly infringing product.

• The Court stated that “This compound may exist in several polymorphic
forms, but any and all such forms will be subsumed within this patent.
Therefore as Cipla’s Erlocip is admittedly one particular polymorphic form
(Polymorph B) of the Erlotinib Hydrochloride compound, it will clearly
infringe the patent”.

• Therefore the Court was of the view that Cipla had infringed the suit
Patent.

ROCHE VS CIPLA
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• Cipla also sought revocation of suit patent u/s 64(1) for violation of
Section 8 stating that Roche failed to disclose the details of its US
application for Polymorph B of Erlotinib Hydrochloride (US ‘221).

Section 64 (1) lists the grounds on which a patent may be revoked. As
per the said section “ a patent may be revoked…… on the following
grounds……………………..

(m) of failure to disclose details of corresponding foreign applications”

• Taking note of word ‘may’ in Section 64 (1), Division Bench held that said
Section is not mandatory but directory in nature and noncompliance of
Section 8 would not automatically result in revocation

ROCHE VS CIPLA
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• Terming the disclosure of details of US’221 during a pre-grant opposition

as substantial compliance of Section 8, the Court refused to revoke the

suit patent.

• The Division Bench affirmed the validity of Roche patent and set aside

the Single Judge decision dismissing the suit.

• Importantly, the Division Bench of the Delhi High Court directed CIPLA to

render accounts concerning manufacture and sale of Erlocip for the

calculation of damages.

ROCHE VS CIPLA
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• It is one of those rare cases where a final decision of the court was
rendered on patent infringement after a conclusive trial.

• The Division Bench held that a patent for a base compound will subsume
the polymorphs as well and cannot be limited to a mixture of polymorphs.

• The Division Bench held that in infringement analysis the infringing
product should be mapped against the patent claims and not the product
being commercialized by the patentee.

• Division Bench held that Section 64(1) is directory in nature,
therefore, noncompliance of Section 8 would not automatically result in
revocation of the patent.

KEY TAKEAWAYS
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MERCK VS GLENMARK
• Merck is the owner of a base patent of Sitagliptin

used for lowering blood sugar levels in type 2
Diabetes Mellitus.

• Sitagliptin phosphate is sold under trademark Januvia
and combination of metformin and sitagliptin
phosphate is sold under trademark Janumet by Merck
in india.Januvia in India is priced at Rs. 43/- a pill
which is 1/5th of its price in US.

• Glenmark Pharmaceuticals started distributing
Sitagliptin phosphate and Sitagliptin phosphate plus
metformin under the brand name ZITA and ZITAMET.

• On April 1, 2013, Merck filed an application for
injunction and suit for infringement, against
Glenmark before the Single Bench at Delhi High
Court.
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• The Single Judge refused interim injunction and reasoned that Merck
failed to show that Glenmark’s product inspite of combining phosphate
salt with plaintiff’s patented Sitagliptin remained equivalent to Sitagliptin.

• Aggrieved by the refusal Merck filed an appeal with the Division Bench
seeking injunction.

• Merck contended that Glenmark is infringing it’s patent as:
 Sitagliptin Phosphate cannot be prepared without manufacturing the

active pharmaceutical ingredient (Sitagliptin),
 Claim 1 of the Merck patent covers all form of Sitagliptin and claim 19

covers Stagliptin and its pharmaceutically acceptable salt, therefore,
Sitagliptin phosphate is covered by claim 19 and its dependents

MERCK VS GLENMARK
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• The Court carefully and meticulously evaluated the three factors
involved in grant of interim injunctions:

 Prima facie case: The Court held that Glenmark uses Sitagliptin
free base as the active component in its chemical formulation

The Court further stated the fact that Merck unsuccessfully
pursued a separate patent for Sitagliptin Phosphate in India is
irrelevant.

 Irreparable injury: It may be argued that no injunction should
be granted since all damages from loss of sales can be
compensated monetarily ultimately.

MERCK VS GLENMARK
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The Court stated that, prices may not recover after the patentee
ultimately prevails, even if it is able to survive the financial setback
(or “hit”) during the interim, which may take some time. The victory
for the patentee therefore should not be pyrrhic but real.

 Balance of convenience: The Court noted that MSD has undertaken
to compensate Glenmark for loss of earnings if the suit is dismissed.
This arrangement not only ensures that Glenmark will - if successful -
be able to return to the market without any handicap, but also
ensures compensation at market value for the period for which it
was excluded. Thus, balance of convenience clearly lies in favour of
MSD.

• Based on the abovementioned findings the Division Bench granted an
injunction in favour of Merck.

MERCK VS GLENMARK
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• Aggrieved by the order of the Division Bench, Glenmark appealed to the
Supreme Court.

• By its order dated May 15, 2015, the Supreme Court vacated the
injunction in part and allowed the existing stock of the products to be sold
in the market.

• The Court further directed a speedy trial and referred the matter back to
the Delhi High Court.

• During the trial Glenmark argued that although claim 19 of suit patent
covered the Sitagliptin free base and its pharmaceutical acceptable salts,
the specification only discloses hydrochloride salt.

• The Court held that Merck's patent IN'816 generically disclosed Sitagliptin
Phosphate since phosphoric acid is disclosed as an acid that can form a
salt with the Sitagliptin free base, therefore, Glenmark’s product was
infringing.

MERCK VS GLENMARK
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• The first patent infringement contested law suit to be decreed in favour of
the plaintiffs.

• Expedited trial ordered by Delhi High Court resulted in disposal of law suit
within five months from date the trial was expedited.

• There is infringement of claims of the basic patent for a compound and
it’s pharmaceutically acceptable salts even if a subsequent application for
the salt patent is abandoned.

• The Court gave lot of weightage to expert testimony and opined that in
highly technical matters the court has to go by opinion of experts in the
field.

KEY TAKEAWAYS
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SEP CASES
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ERICSSON VS MICROMAX
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 In 2009, 2011 and 2012 Ericsson wrote to Micromax that its
products are infringing essential GSM patents owned by Ericsson.

 Ericsson tried to negotiate a Patent Licensing Agreement (PLA) with
Micromax on FRAND terms with respect to said patents but was
unsuccessful.

 Micromax commenced its sale of infringing products namely:
Ninja, Canvas 2 and Funbook Talk.

 Ericsson initiated infringement proceedings against Micromax by
filing a suit for injunction along with application for interim
injunction.

 The High Court granted an interim injunction in favor of Ericsson
restraining Micromax from selling the impugned handsets.



ERICSSON VS MICROMAX
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 Micromax filed an appeal before the Division Bench but the same
was dismissed.

 The parties again approached the Court with an interim
arrangement which read as under:

1. Ericsson and Micromax agree to negotiate a FRAND License

2. Micromax/Customs shall intimate Ericsson’s notified
person/counsel for Ericsson whenever a consignment arrives at
the Customs.

3. Micromax shall pending final adjudication pay royalty to the
tune of 1.25 to 2 % of the market price of all the alleged
infringing products.

 The Court acknowledged the abovementioned agreement and
directed the parties to settle the dispute via mediation.



ERICSSON VS MICROMAX
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 However the mediation proceedings failed to produce a positive result
for the parties.

 Meanwhile Micromax in July 2013 approached Competition Commission
of India (CCI) accusing Ericsson of abusing its position of dominance in
the relevant market.

 On a separate application filed by Micromax, the Delhi High Court
modified the interim royalty arrangement from 1.25 to 2% to 0.8 to 1 %
of the market price of the product.

 CCI in its order dated November 12, 2013 found a prima facie case of
abuse of dominant position by Ericsson and ordered investigation.

 Aggrieved by the Order of CCI, Ericsson filed a writ petition challenging
the jurisdiction of the CCI.



 The Single Bench of the Delhi High Court upheld the the jurisdiction of
fair trade regulator Competition Commission of India (CCI) and
directed CCI to conduct investigation into complaints from Micromax
and Intex for abuse of dominance. Salient features of the order are :

• Patents are goods that can be transacted (by way of licensing or
assignment);

• Ericsson is an ‘enterprise’ within the meaning of Section 2(h) of the
Competition Act, 2002;

• Reliefs under Competition Act are materially different from the
remedy as available under the Patents Act;

• Seeking injunctive reliefs by an SEP holder in certain circumstances
may amount to abuse of its dominant position and risk of suffering
injunctions would in this circumstance, clearly exert undue
pressure on an SEP implementer; and

• CCI is empowered to form a prima facie view which includes a view
as to its jurisdiction to entertain the complaint.

ERICSSON VS MICROMAX



ERICSSON VS MICROMAX
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 The Court came to the following conclusion regarding the
jurisdiction of the CCI:

that since there is no irreconcilable repugnancy or conflict between
the Competition Act and the Patents Act, the Competition
Commission has jurisdiction to entertain complaints for abuse of
dominance in respect of patent rights.

 As of now the CCI is in the process of ascertaining the role of
Ericsson as a dominant player of the market.

 Ericsson has preferred an appeal against the afore-said order,
which is pending.



ERICSSON VS INTEX
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 The Court did not issue an exparte injunction and directed that
the matter shall be heard on merits.

 Ericsson contended that Intex was an unwilling licensee, and both
the parties were engaged in negotiations since 2008, whereas
Intex contended that Ericsson’s patents are subject to challenge
as being non-compliant with the requirements of the Patents Act
and are non-essential to the standard.

 The Court observed that Intex had taken differing stands in front
of the CCI and the suit and their stand was diluted.

 Akin to the Micromax order, the Court directed the parties for an
interim royalty arrangement from 1.25 to 2% to 0.8 to 1 % of the
market price of the product.



 Xiaomi used chip sets from Mediatek and Qualcomm and
averred that Ericsson has concealed relevant information viz.
Ericsson did not disclose that they had an agreement regarding
the same chip set with Qualcomm.

 The Court vacated the order in respect of chip sets procured
from Qualcomm observing that it was an active concealment of
facts.

ERICSSON VS XIAOMI



 One of the very few jurisdictions to adopt a middle path approach.

 Licensor/Patentee has to show agreements with similarly placed
parties.

 Unwilling licensees willfully and deliberately not entering into
negotiation creates balance of convenience in favor of
licensor/patentee.

 While ex-parte injunctions were granted in the earlier matters, the
same were varied by way of deposit orders.

 Competition Commission of India has the jurisdiction to carry
investigations regarding the abuse of dominance in patent matters
notwithstanding pendency of suit.

 Courts indicated that seeking injunctive reliefs may also amount to
abuse of its dominant position since it would place the SEP
implementor in a disadvantageous bargaining position

 Setting FRAND based royalty rates is inter-parte and Courts have
allowed parties to re-negotiate in order to arrive at a common ground.
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KEY TAKEAWAYS
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Patent jurisprudence in India is evolving steadily
and judiciary is making conscious effort for
resolving patent disputes expeditiously.
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