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ADAMS & ADAMS

“AFRICA’S TIME WAITS FOR NO ONE” 
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OVER 1 BILLION PEOPLE CALL AFRICA HOME
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IMPORTANCE OF TM PROTECTION IN AFRICA

▪ 52 out of 54 African countries have working IP systems 

and laws are evolving rapidly

▪ Surge in economic development and investment

▪ Costs of securing registration (including prosecution costs)

are fairly inexpensive

▪ African IP Laws have evolved over the past 5 – 10 years
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▪ Although most African countries recognise IP rights, the 

protection afforded is not necessarily consistent

▪ Common law rights – principle not applicable in all 

countries

▪ Most African countries operate on a first to file basis

▪ The protection of “well-known” marks not equally 

recognised in all countries

IMPORTANCE OF TM PROTECTION IN AFRICA
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▪ Procedures for oppositions and cancellations, as well as 

enforcement mechanisms and their effectiveness differ 

from country to country

▪ IP rights are filched

▪ When doing business in Africa, advisable to have registered

IP rights

IMPORTANCE OF TM PROTECTION IN AFRICA
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POSSIBLE TO PROTECT INTELLECTUAL PROPERTY

RIGHTS ACROSS THE CONTINENT

 Enforcement mechanisms in place?

 Many countries have little to no jurisprudence – difficult to 

advise clients

 In certain countries, one can only rely on interpretation of 

legislation and general level of confidence in legal system
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AFRICAN IP LITIGATION LANDSCAPE

 Definite increase in litigation over last several years-

South Africa most active in trade mark litigation, 

where European Union law being followed by the SCA

 Some countries are developing strong precedents, 

especially South Africa and Kenya

 Rights are enforceable in almost all countries, either 

through trade mark law in legislation or at common 

law to protect unfair competition and passing-off 
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PITFALLS & STRATEGIES

UNDERSTANDING THE IP SYSTEMS IN PLACE

 Most IP regimes are based on English, French or Portuguese law

 Many Registries face challenges

 The state of the Registers? 

 Publication of Trade Mark Journals sporadic

 Peculiar procedures, practices and due process

 Onerous supporting documentation

 Lack of financial assistance
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STRATEGIES FOR LITIGATING IN AFRICA

 Defensive filings critical (in first to file jurisdictions)

 In some countries, common law rights disregarded

 Hijacking of well-known marks common, so watching is essential

 Record licensees in certain countries to avoid  non-use 

cancellation attack

 Non-responsive trade mark applicants can be a plus 

(e.g. Nigeria- where oppositions are finalised through notices 

of abandonment)
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AFRICA FOCUS: RECENT 

DEVELOPMENTS IN 

AFRICAN COUNTRIES
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MOZAMBIQUE: QUICK OVERVIEW –

TM LITIGATION

 It is possible to oppose a mark based on prior use alone, in absence of 

a pending or registered trade mark

 Mozambique legislation also makes provision for the protection of well-

known marks

 The code, however, does not make provision for  the cancellation of a 

mark based on non-use per se

 Only when a proprietor fails to submit a declaration of intention to use 

the mark will the mark not be enforceable against third parties
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MOZAMBIQUE: NEW DEVELOPMENTS

 Mozambique Industrial Property Code was recently approved by Act no.

47/2015- the most significant IP legislative development in the past decade

 New IP Code provides that the opposition period inrelation to trade mark 

applications is now 30 days (as opposed to 60 days)

 An extension for a maximum period of 60 days may be applied for

 Entirely new sections (Articles 142 to 153) have been  incorporated into 

the new code giving recognition to ARIPO registrations
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KENYA: QUICK OVERVIEW –

TM LITIGATION
 Legislation makes provision for the opposition of a TM within 60 days from advertisement

 A maximum extension of 90 days of the opposition term may be obtained 

 Possible to file an opposition based on the fact that the mark is well-known 

 Legislation does make provision for the cancellation of mark based on non-use 

(5 year period- similar to South Africa)

 Mark will become vulnerable for cancellation – only removed by formal application 

to the Registrar

 Defence to non-use? Yes, if proprietor can show that special circumstances prevented 

the use of the mar
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KENYA: NEW DEVELOPMENTS – CASE LAW

WELL-KNOWN MARKS

Weetabix Limited v Manji Food Industries Limited

 In 2015 the Keynan Industrial Property Institute upheld an opposition by Weetabix Limited to the registrations of the 
mark MULTIBIX in class 30 for biscuits on the grounds that it was confusingly similar to the earlier, registered and well-
known WEETABIX trade mark and likely to take unfair advantage of the distinctive character of the mark. 

 Weetabix Limited successfully relied on its longstanding use, promotion and registration of the WEETABIX trade mark 
internationally and in Kenya, as well as the existence of its other trade marks which incorporate BIX. 

 In finding that the WEETABIX trade mark was well-known in several jurisdictions and in Kenya and therefore entitled 
to protection as envisaged by article 6bis of the Paris Convention and Section 15A of the Kenyan Trade Marks Act, 
KIPI took cognisance of the inherent distinctiveness of the WEETABIX trade mark and the suffix –BIX

 KIPI’s findings were also seemingly influenced by the market survey evidence adduced by the Opponent which 
proved actual instances of confusion between the WEETABIX and MULTIBIX trade marks amongst consumers. The 
MULTIBIX trade mark was refused registration.
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KENYA: NEW DEVELOPMENTS – CASE LAW

PARALLEL IMPORTATION NOT TRADE MARK INFRINGEMENT IN KENYA

LRC Products Limited v Metro Pharmaceuticals Limited [2016] Eklr

 Court dismissed an application by the Plaintiff for an interim interdict restraining the Defendant 

from, inter alia, importing DUREX products.

 The Plaintiff is the registered proprietor of trade mark no. KE/T/1987/0036294 DUREX in class 3 in 

Kenya.

 the two issues for determination were: 1) is there infringement of the Plaintiff’s DUREX trade mark 

and 2) did the Plaintiff establish a prima facie case with probability of success

 The Defendant admitted that it was neither a manufacturer, nor a proprietor of the DUREX trade 

mark, however, it did claim to be an importer of DUREX products

 Defendant argued that there was no factual or legislative bar to its importation and that in 

essence it was licensed to import parallel DUREX products , from any of the Plaintiff’s other 

distributors who distributed the Plaintiff’s DUREX products under its authorisation
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PARALLEL IMPORTATION NOT TRADE MARK INFRINGEMENT IN KENYA

LRC Products Limited v Metro Pharmaceuticals Limited [2016] eKLR

 Defendant submitted that, as a mere importer not being in direct of indirect 

competition  with the Plaintiff it could not have infringed its rights in the DUREX mark

 Court found that the Defendant in this case claims simply to be an importer of the 

Plaintiff’s genuine products from third parties who may have a distributorship 

agreement with the Plaintiff. 

 The ruling confirm that a trade mark will not be infringed by the importation into or 

distribution, sale or offering for sale, in Kenya of goods to which a trade mark has 

been applied by or with the consent of the proprietor

KENYA: NEW DEVELOPMENTS – CASE LAW
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NIGERIA: QUICK OVERVIEW –

TM LITIGATION

 Legislation makes provision for the opposition of a TM within two months from the 

date of advertisement

 No extensions of the opposition term can be obtained

 It is possible for a party to oppose a mark by simply relying on an unregistered but 

well-known mark (although not provided for in Act)

 The Act further makes provision for the protection of well-known marks against 

dilution (i.e. in the event where the goods/services are not similar at all but use of the 

mark is taking advantage of or is detrimental to the reputation of the well-known 

mark (similar to South Africa)

 Possible to cancel a mark based on non-use (period- 5 years prior to one month of 

instituting application)- similar to South Africa

 Mark will become vulnerable for cancellation – only removed by formal application 

to the Registrar
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 Earlier this year Nigeria passed the Cybercrimes Act, which paves the way in

finding solutions to the recent upsurge of cybersquatting and other internet

offences

 The Act criminalises cybersquatting and therefore makes it an offence to
register or use a domain name in bad faith (i.e. with an intent to profit from

the goodwill of a trade mark belonging to a different proprietor, or by

profiting from the sale of a domain name to the rightful owner)

NIGERIA: NEW DEVELOPMENTS
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NIGERIA: NEW DEVELOPMENTS –

COMPANY NAME OBJECTIONS

Mr Price roup Limited v Mr Price West Africa Limited 
 Section 30(1)(d) of the Companies and Allied matter Act (CAMA) in Nigeria  provides that a company 

or business name which conflicts with or violates an earlier registered trade mark may not be registered. 

 In a recent case an objection was lodged with the Corporate Affairs Commission (CAC) against a 

company whose name wholly incorporated an earlier registered trade mark in Nigeria, belonging to a 

well-known South African retailer.

 The objection, although opposed, was successful and the company in question was directed to 

change its name on the ground that the CAC erred in allowing the registration in the face of the prior 

registered trade mark.

 The company failed to comply and an application to compel compliance was made to the Federal 

Court in Nigeria. 
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NIGERIA: NEW DEVELOPMENTS –

COMPANY NAME OBJECTIONS

 The court found that the CAC is the only authority that can determine whether a 

company name conflicts with section 30(10(d) of the CAMA. 

 The Company was specifically ordered to comply with the directive of the CAC 
and change its name to exclude the earlier registered trade mark.

 This is a landmark case, given that it is the first time that a Nigerian Court has 

made a ruling regarding the powers of the CAC in terms of section 34(1) of CAMA. 
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GHANA: QUICK OVERVIEW –

TM LITIGATION
 In terms of Ghanaian legislation  it is possible to oppose a TM application within two months 

from the advertisement of acceptance

 A further extension of 60 days of the opposition term can be obtained

 Uncertainty as to whether one can rely on an unregistered but well-known mark for purposes 

of opposing a TM 

 It is possible to cancel a mark based on non-use (period - 5 years prior to one month of 

instituting application)- similar to South Africa

 Mark will become vulnerable for cancellation – only removed by formal application to the 

Registrar

 Defences to cancellation proceedings? Yes, if proprietor can show special circumstances 

preventing  the use of the mark and that there was no intention to abandon the mark
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GHANA: NEW DEVELOPMENTS – LEGISLATION

 Recently amended its Trade Marks Act to expand the meaning 

of a trade mark to now include “ ..colours, numerals, shapes, 

holograms, sounds or a combination of any of these elements, 

or slogans, where they are not long enough to be protected 

by copyright”

 The Registry has, however, not yet recorded any applications 

to register sounds or holograms
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 Acceded to the Madrid Protocol 16 June 2008

 In Ghana, the Trademarks (Amendment) Act, 876 of 2014 entered into force in July of 2014, 

properly recognising the Madrid Protocol in terms of its national legislation

 Reports were received that the Ghanaian Registry was not aware of the publication of the 

Amendment Act and Madrid applications were not processed or recorded properly for quite 

some time 

 WIPO confirmed that no objection to IR’s has been communicated by the Registry

 Practically- there is a concern that the registrations were not examined properly and granted 

by default

 Appears that the system is not yet trusted and utilised by local brand owners

GHANA: NEW DEVELOPMENTS – LEGISLATION
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REGIONAL AFRICAN 

TRADE MARK SYSTEMS
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OAPI

▪ West African Regional Trade Mark System

▪ Most are former French colonies

▪ Single IP system covering 16 countries
▪ Trade Marks Office situated in Yaounde, Cameroon
▪ Bangui Agreement

▪ System is efficient and works well

▪ Joined Madrid system 2015, legislation not amended

OAPI COUNTRIES:

Benin | Burkina Faso | Cameroon | Central African Republic | Chad | Comoros 

Equatorial Guinea | Gabon | Guinea | Guinea-Bissau | Ivory Coast | Mali 

Mauritania | Niger | Senegal | Togo | Republic of the Congo
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OAPI- QUICK OVERVIEW – TM LITIGATION

 It is possible to oppose a TM application within six months 

from the advertisement of acceptance

 No extensions of the opposition term are obtainable

 Bangui Agreement acknowledges well-known marks

 However, practically, it appears that even if a mark is well-

known, a proprietor will have to show use and relevant use 

(i.e. in relation to similar or identical goods) to be able to rely 

on an unregistered well-known mark for opposition purposes
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SOUTH AFRICA: HOW DO WE COMPARE?

QUICK OVERVIEW – TM LITIGATION
 SA legislation provides that a mark can be opposed within 3 months from date of advertisement

 Entitled to a Statutory extension of the opposition term of 3 months 

 Thereafter further extensions can be obtained with the consent of the applicant

 It is possible for a party to oppose a mark by simply relying on an unregistered but well-known 

mark

 SA legislation makes provision for cancellation of mark based on non use- (not been used for a 

period of 5 years prior to three months instituting the application)

 Mark will become vulnerable for cancellation – only removed by formal application to the 

Registrar

 Defences to non-use? Yes- proprietor able to show special circumstances prevented use and 

that there was no intention not to use or abandon the mark. Also, if the mark is well-known 

provisions relating to non-use will not apply 
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SOUTH AFRICA: NEW DEVELOPMENTS – CASE LAW

Chantelle v Designer Group (Pty) limited ZAGPPHC 222

 Ladies undergarments and cosmetics are similar goods

 Issues of similarity of marks and similarity of goods cannot be seen in isolation: 

the lesser the similarity between the respective goods, the greater the degree 

of similarity required between the marks, in order for there to be a likelihood 

of confusion or deception and vice versa

 Identical mark CHANTELLE – the court interpreted the famous British Sugar test 

for similarity of goods, very liberal

 In contrast to the 2014 Supreme Court of Appeal case of Mettenheimer

v Zonquasdrif Vineyards (use of nearly identical marks in relation to wine and 

wine grapes, would not be likely to lead to deception or confusion)
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Yuppiechef Holdings (Pty) Limited v Yuppie Stuff Online (12662/2014), ZAWHC

 Court considered the nature of the Applicant’s and Respondent’s target market

 Confirmed the existing position that the names of both websites must be considered 

as wholes, and compared with reference to sense, sound and appearance, and that 

confusion on any of these bases would lead to infringement

 Court (surprisingly) restricted its comparison to the actual form of the logo used by 

Yuppie Chef and the Respondent and compared the contents of the respective 

websites

 Initial confusion ignored

 YUPPIECHEF descriptive? 

 Beware of cleverly suggestive marks

SOUTH AFRICA: NEW DEVELOPMENTS – CASE LAW
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AFRICA IP- MOST ACTIVE COUNTRIES (LITIGATION) 

2014/2015

1. SOUTH AFRICA

2. OAPI (REGIONAL SYSTEM)

3. NIGERIA

4. KENYA

5. ANGOLA

6. MAURITIUS

7. TANZANIA

8. ZAMBIA
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OTHER DEVELOPMENTS IN AND AROUND AFRICA

 OAPI's accession to the Madrid Protocol has resulted in a substantial number of 

increased filings

 Nigeria is undergoing a substantial data capture program under the auspices of WIPO

 There are several high profile copyright cases pending before the courts in Nigeria 

involving COSON, FRCN, NNPC and NNPG. A recent copyright case involving MTN was 

settled.

 Lesotho is expecting copyright regulations to come into force soon

 Malawi is expecting a new IP Policy

 South Africa's Copyright Amendment Bill and Makate knowhow case were highlighted
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OTHER DEVELOPMENTS IN AND AROUND AFRICA

 Swaziland also has pending IP legislation to look out for

 Zambia has new design legislation

 Egypt has mechanisms protecting against counterfeiting using smartphones

 The Creative and Cultural Industries Bill has provisions for promoting free trade of goods 

within the EAC, and for protecting IP 

 Kenya has new legislation dealing with Plant Varieties – Seed & Plant Varieties Act CAP 326

 In Kenya an offensive trade mark includes a trade mark containing another
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OTHER DEVELOPMENTS IN AND AROUND AFRICA
 Several recent copyright cases have been published in Kenya and there has been an 

interesting constitutional decision involving tobacco regulations

 Ethiopia's overhaul of its IP regime is 2012 is still receiving commentary 

 Uganda has legislation on GIs and the new IPA 2014 is still under review

 A number of cases have come out of Rwanda and Uganda recently including one on 

image rights (Uganda)

 Tanzania's IPA includes provisions on knowhow and they are seeking ways to protect 

plant varieties

 Ghana is still considering draft legislation to implement the Madrid Protocol as well as a 

national IP policy and plant breeder protection



37

OTHER DEVELOPMENTS IN AND AROUND AFRICA

 There is no design protection in Ghana except through ARIPO

 The Gambia published a National IP Policy in April 2016

 In June 2016 Liberia's IP Act was approved by the House of 

Representatives



38

THE WAY FORWARD

52 Countries cannot be protected in one 

day, but with careful planning, budgeting 

and a focussed approach, international 

trade mark owners can take advantage 

of Africa’s growth
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THINGS HAVE CHANGED. AFRICA IS RISING…

2001 2011



40


