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l Court considered the effect of disclaimers and admissions in South African trademark law  
l Case concerned the trademark CLEARVU for fencing products and services  
l Case likely to endorse South Africa’s current robust approach to disclaimers  

  

The Supreme Court of Appeal (SCA) has handed down its decision in Cochrane Steel Products (Pty) Ltd v 
M-Systems Group (Pty) Ltd ((1272/2016) [2017] ZASCA 189, December 13 2017), which dealt with the effect 
of disclaimers, as well as admissions, in South African trademark law. 

Briefly, the facts of the case are that Cochrane (appellant), a company specialising in the installation of 
fencing products, had applied for the registration of the trademark CLEARVU in respect of:  

l “06: non-eclectic cables and wires of common metal; metal fences; metal mesh; pipes and tubes of 
metal”; and  

l “37: building, construction, repair and installation services”.  

The applications were opposed by M-Systems (respondent), which at the time was a competitor of the 
appellant, based on the following grounds: 

1. The mark was not registrable in that it consists exclusively of an indication which may serve in trade 
to designate, in particular, the intended purpose of the goods (eg, a fence that enabled a clear view) 
(Section 10(2)(b) of the Trademarks Act 194/1993); and  

2. It was not capable of distinguishing the goods and services for which it is to be used (Sections 9(1) 
and 10(2)(a) of the act).  

The High Court allowed the registration of the mark, subject to the following:   

“1.1. The registration of this mark shall give no right to the exclusive use of the word (sic) 'clear' and 
'view' separately and apart from the mark; 

1.2. The trademark registrant admits that the registration of this mark shall not debar others from 
the bona fide descriptive use in the course of trade of the words 'clear view' and 'view'.” 

Cochrane appealed the decision, arguing that the words 'clear view', and 'clear' and 'view' were not 
descriptive and that the respondent had been vexatious. They requested punitive costs against them. 

The SCA considered the security barrier industry and took note that the key characteristics of the products 
are that they provide a ‘clear view’ where one’s view is unobstructed and clear. The court then referred to 
Section 15 of the act, where it is stated that a trademark proprietor cannot bring an infringement action in 
respect of a disclaimed feature. However, a disclaimer does not affect a proprietor’s right at common law 
and it can claim for an interdict if it successfully proves the passing off of its goods or services. The court 
also made mention that an admission is called for where there is a misspelling of ordinary descriptive words 
which other traders may wish to use in relation to particular goods or services. The admission would 
therefore be in respect of the word in its ordinary meaning. 

The SCA held that: 

1. 'Vu' in the composite mark CLEARVU is a deliberate misspelling of the ordinary word ‘view’ and it is 
understandable in light of the nature of the product and what it intends to convey. It further reiterated 
that the phonetic equivalent of a non-distinctive word is itself non-distinctive and it would seem to 
follow that, if the word itself is one that ought to be disclaimed, then its phonetic equivalent should 
also be disclaimed.  

2. Neither the appellant nor any other trader is entitled to appropriate exclusively the ordinary English 
words ‘clear’ and ‘view’, which in effect constitute the composite mark. It stated that it is common 
that these words are used descriptively in relation to fencing products and that the registration of the 
mark should not operate to inhibit the use of the disclaimed elements by others.  
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The SCA accepted the order of the High Court save that the words “The trademark registrant admits that” 
should be deleted from the order, and dismissed the appeal. No order as to costs was made against the 
respondent. 

This case is likely to endorse South Africa’s current robust approach to disclaimers and their unique 
requirement of an admission.  
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