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A NEW 'SCRAMBLE' FOR AFRICA
Introducing the Adams Africa Advisory

SIMON BROWN

Chairperson - Africa Strategy Committee
Co-chair - Trade Marks Department

Economic growth goes hand in hand with progressive intellectual

Adams.Africa Advisory will have the capacity to deliver tailor-

property protection systems that are aimed at fostering

made research depending on client requirements using the

technological and industrial innovation and development.

combined expertise of research teams across the continent.

Economists have predicted growth in Africa to rise to 3,5% in 2019.

Crucial to economic development and investment is the need

This figure is likely to be lower, affected in part by policy uncertainty

for African countries to make significant improvements on the

within many jurisdictions and the difficulties involved in accessing

legislative front, bringing their laws in line with developed nations.

the crucial economic data and market intelligence required to

There continues to be significant improvement in the development

make strategic decisions for investment on the continent.

of local IP legislation in many African countries. Some of these
changes are highlighted in this publication.

The willingness by many clients to invest in Africa, must be supported
by easy access to reliable information, thus enabling informed

Adams & Adams continues their involvement in assisting with the

decisions to be made. In addressing this demand for information

development of IP laws in Africa, by supporting governments,

we have decided to launch an advisory unit to provide our clients

the relevant ministries, as well as the Registries - providing inputs

with reliable and insightful information enabling them to direct their

on procedures - while working closely with our African partners

strategy on the African continent.

throughout the continent.

We believe that the Adams.Africa Advisory will add significant

Our annual Adams & Adams Africa Network (AAAN) meeting

value to our existing service offering, arming intellectual property

continues to go from strength to strength. In 2018, the meeting was

owners with additional data to facilitate informed brand strategies

again privileged to have welcomed many senior Registry officials

on the African continent.

from across the continent.

The Adams.Africa Advisory will provide monthly updates on

Africa's outlook for 2019 remains subdued. We at Adams & Adams

economic,

have great optimism that the continent will continue to grow and

political

and

investment

developments

across

the continent and industry specific reports. In addition, the
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remain increasingly relevant on the world stage.
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AFRICA IN 2019
A year of high-profile elections and the promise of
free trade
With the majority of the continent preparing to vote, 2019 promises many
economic and business developments. The high-profile elections in Nigeria and
South Africa are likely to dominate headlines in the first half of the year. A number
of other national elections are set to take place across the continent this year. No
outright upsets are expected as many African countries are still ruled by former
liberation leaders who are likely to remain in power, such as Senegal’s Macky Sall.1

African Elections 2019

Presidential elections
National Assembly / Senate House
of Representatives / House of
Councillors elections
Local elections
Other elections
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The African Continental Free Trade
Agreement (AfCFTA) is one of the
many highlights to mark development
in Africa. Adopted in March 2018, the
agreement is set to be the largest
continent-wide free trade area once
the signed member states ratify
the agreement. The success of the
AfCFTA holds numerous benefits for
the continent’s economic landscape.
With access to a population of 1.2
billion people, including a combined
purchasing power of US$ 3.4 trillion,
the agreement will create new
market entry opportunities ranging
from manufacturing and agriculture
to technology and infrastructure
development.
Six countries are yet to sign the AfCFTA –
Benin, Botswana, Eritrea, Guinea Bissau,
Nigeria and Zambia. Botswana and
Zambia are in the process of passing the
agreement through the relevant legal
processes while smaller economies like
Benin and Eritrea might perceive the
agreement as risky. A critical pillar to
the success of the AfCFTA is Nigeria –
a country that is presently faced with
strong resistance from trade unions
and private stakeholders.2
While
the
agreement
can
be
implemented without the smaller
economies that have yet to sign, the
African Union (AU) recognises the
importance of Nigeria’s membership in
order for the agreement to achieve its
huge potential.

Deutsche Welle and Martina Schwikowski, “2019: Africa heads into an election year”, Mail & Guardian, 2 January 2019.
https://mg.co.za/article/2019-01-02-2019-africa-heads-into-an-election-year
Tove van Lennep, “The African Continental Free Trade Area I – Is Africa Ready?”, The Helen Suzman Foundation, 2019b.
https://hsf.org.za/publications/hsf-briefs/the-african-continental-free-trade-area-i-2013-an-introduction-to-afcfta#_ftn19
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Progress made on AfCFTA ratification3
Country

Date*

Kenya
Ghana
Rwanda
Niger
Chad
eSwatini
Guinea
Uganda
Ivory Coast
South Africa
Sierra Leone
Mali
Senegal
Namibia
Congo
Togo

10 May '18
10 May '18
26 May '18
08 Jun '18
01 Jul '18
01 Jul '18
01 Jul '18
28 Nov '18
16 Dec '18
10 Feb '19
Pending**
Pending**
Pending**
Pending**
Pending**
Pending**

Mauritius

Pending**

Djibouti

Pending**

* Date on which the AfCFTA instrument of ratification was deposited
with the AUC Chairperson
** Ratification has been approved, awaiting deposit of instrument of
ratification.

Instrument of
ratification deposited
Ratification approved

Ratification status: Towards implementation of the AfCFTA

82%
Number of ratifications

Last updated 1 February 2019

Economic growth potential amidst political uncertainty
The year ahead could potentially be a positive one for a

including trade growth. Not considering Libya, where the

number of African countries. In 2018, countries such as

bulk of economic growth is generated from oil revenue and

Côte d’Ivoire, Ethiopia, and Senegal all registered over 6%

government expenditure, Ethiopia is positioned to take the

annual growth.4 This trend is likely to persist on the back

lead as Africa’s top performing economy.

of large infrastructure and manufacturing investments,

Top African economies5
8
6
2018

4

2019

2
0

3
4
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Ethiopia

Rwanda

Ghana

Côte
d’Ivoire

Senegal

Djibouti

Tanzania

Benin

Kenya

Uganda

Burkina
Faso

Tralac, “Status on AfCFTA ratification”, 11 February 2019. https://www.tralac.org/resources/infographic/13795-status-of-afcfta-ratification.html
Real GDP growth: Annual percent change”, IMF DataMapper, 2019, Accessed Feb 1, 2019.
https://www.imf.org/external/datamapper/NGDP_RPCH@WEO/OEMDC/ADVEC/WEOWORLD
International Monetary Fund, “Regional Economic Outlook: Sub-Saharan Africa”, 10 Oct 2018. http://data.imf.org/?sk=5778F645-51FB-4F37-A775-B8FECD6BC69B
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Since Abiy Ahmed became prime minister, Ethiopia has

accounts in sub-Saharan Africa have surpassed traditional

witnessed a dramatic transformation towards peace and

bank accounts in markets such as Gabon, Ghana, Kenya,

prosperity.6,7 Notable achievements include the preparation

Namibia, Tanzania, Uganda and Zimbabwe, where more

to launch its first satellite, which is set to improve the country’s

than 40% of mobile users are also active mobile money

weather-monitoring

newly

customers. The launch of Africa’s first online bank, Bank Zero,

expanded Addis Ababa Bole International Airport is now the

in South Africa is poised to disrupt the traditional banking

biggest airport aviation hub in Africa, bypassing Dubai as the

sector further.18

capabilities.8

The

country’s

leading gateway to the continent.9 An additional positive
trend under Prime Minister Ahmed is the representation of

In Nigeria, the country’s top online sales domain, Jumia, now

females in government, with half of his cabinet comprising

renders services across 13 African countries and is planning

of women. In October 2018, Ethiopia’s parliament swore in

an initial public offering in New York this year which could

Sahle-Work Zewde as the country’s first female president.11

see the initial public offering (IPO) reach US$ 1.5 billion. This

10

Similar political and economic developments have taken
place in Rwanda. In Rwanda, more than half of the country’s
government is now presided over by women, making it
the country with the highest representation of women

development would be especially attractive to Internet
giants such as Facebook and Google who are striving to
extend connectivity to the more remote and poorer parts of
the continent.19

in politics in the world.12 In addition, the country has had

Something to consider is that a rather large share of Jumia

considerable success in boosting local industrial production

(40%) is held by another African multinational corporation,

and promoting Rwandan products abroad, under its ‘Made-

MTN. In the wake of recently imposed fines on MTN Nigeria,

in-Rwanda’ campaign launched in 2015.13 Despite a slow

MTN may seek to use the IPO as an opportunity to raise as

start, the campaign accelerated in 2018 with the Made-inRwanda Expo presiding over 460 exhibitors, signalling an 86%
increase over the past four years. Rwanda’s exports have
also benefited from this policy with a 69% increase, with total
national trade deficit decreasing by 36% since 2015.14

much as US$ 600 million to help reduce the current fines.
Despite this, both Jumia and MTN still acknowledge the longterm opportunities in Western Africa.
Tying in with the mobile industry is the launch of a new
made-in-Africa smartphone, dubbed the Maraphone. The

Mobile business on the rise

Mara Group, a rapidly growing African multi-sector business

African companies are on the rise, with Naspers being an

services company, announced the production of the first

example. The South African multinational is not only one of

made-in-Africa full-scale smartphone in late 2018.20 Not only

the biggest media companies in Africa but a worldwide

does this signify Africa’s manufacturing capabilities but will

venture capital giant. In 2018, the company reported a 29%

also go a long way to provide employment and business

growth in revenue to US$11 billion - an increase propelled

opportunities on the African continent – manufacturing of

by e-commerce.

the device is planned to take place in both Rwanda and

15

16

Kenya’s M-Pesa recently hit 13.4 million

subscribers outside its country of origin.

17

Mobile money

South Africa.

Fergal Keane, “Ethiopia's Abiy Ahmed: The leader promising to heal a nation”, BBC News, 3 February 2019, https://www.bbc.com/news/world-africa-46735703
Florian Bieber & Wondemagegn Tadesse Goshu, “Don’t Let Ethiopia Become the Next Yugoslavia”, Foreign Policy Group, 15 January 2019. https://foreignpolicy.
com/2019/01/15/dont-let-ethiopia-become-the-next-yugoslavia-abiy-ahmed-balkans-milosevic-ethnic-conflict-federalism/
8
Nakirfai Tobor, “Ethiopia to launch its first-ever satellite in 2019”, iAfrikan, 17 November 2018. https://www.iafrikan.com/2018/11/17/ethiopia-set-to-launch-its-first-satellite-nextyear/
9
George Tubei, “Inside the brand-new biggest airport in Africa, which also features the largest Chinese restaurant on the continent”, Business Insider SA, 31 January 2019.
https://www.businessinsider.co.za/ethiopia-has-just-opened-the-biggest-airport-aviation-hub-in-africa-built-at-a-cost-of-r467-million-2019-1
10
Florian Bieber and Wondemagegn Tadesse Goshu, “Don’t Let Ethiopia Become the Next Yugoslavia”, Foreign Policy Group, 15 January 2019. https://foreignpolicy.
com/2019/01/15/dont-let-ethiopia-become-the-next-yugoslavia-abiy-ahmed-balkans-milosevic-ethnic-conflict-federalism/
11
Laura Wamsley, “Ethiopia gets its first female president”, NPR, 25 Oct 2018. https://www.npr.org/2018/10/25/660618139/ethiopia-gets-its-first-female-president
12
“Power and Politics in Rwanda”, NowThis, 26 November 2018. https://nowthisnews.com/videos/news/power-and-politics-in-rwanda
13
“Made-in-Rwanda campaign contributes to increase of export receipts”, Xinhaunet, 26 October 2018. http://www.xinhuanet.com/english/2018-10/26/c_137558563.htm
14
Julius Bizimungu, “2018: The year Made-in-Rwanda took off”, The New Times, 3 January 2019. https://www.newtimes.co.rw/news/2018-year-made-rwanda-took
15
“London Stock Exchange Group”, Companies to Inspire Africa, 2019. https://www.lseg.com/sites/default/files/content/CTIA/2019/LSEG_Companies_to_Inspire_Africa_2019.pdf
16
Lameez Omarjee, “Naspers posts 29% increase in revenue in half results”, Fin24, 30 November 2018. https://www.fin24.com/Companies/ICT/naspers-posts-29-increase-inrevenue-for-in-half-year-results-20181130
17
Patrick Alushula, “M-Pesa users outside Kenya hit 13.4 million”, Business Daily, 29 January 2019. https://www.businessdailyafrica.com/corporate/companies/M-Pesa-usersoutside-Kenya-hit-13-4-million/4003102-4956208-16s8a9/index.html
18
Toby Shapshak, “Following Mobile Money's Rise In Africa, Mobile Banking Is Now Booming”, Forbes, 27 December 2018. https://www.forbes.com/sites/
tobyshapshak/2018/12/27/following-mobile-moneys-rise-in-africa-mobile-banking-is-now-booming/#7cb82d0dcf3d
19
Loni Prinsloo, “MTN Prepared for Share Sale of African Online Retailer Jumia”, Bloomberg, 8 February 2019. https://www.bloomberg.com/news/articles/2019-02-08/mtn-is-saidto-prepare-for-share-sale-of-africa-s-amazon-jumia
20
Daniëlle Kruger, “Mara announces first African-made smartphone”, IT News Africa, 10 November 2018. https://www.itnewsafrica.com/2018/11/mara-announces-first-africanmade-smartphone/
6
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AFRICA IP NETWORK WEEK | 2018
The 6th annual Africa Network Meeting was held at the offices of
Adams & Adams in Pretoria, South Africa, and was attended by
intellectual property practitioners and registry officials representing
45 jurisdictions of Africa. This remains the largest meeting of its kind on
the continent.
The theme of the 2018 event was “The role of Intellectual Property rights in the growth strategies
of emerging economies.” In his opening remarks, Adams & Adams Chairman, Gérard du Plessis,
stressed the need for robust analysis and discussion on the state of processes and systems on the
continent if the meeting was to agree that IP was indeed central to growth in Africa. Guest speaker,
Ludwick Marishane, inventor of the DryBath, challenged the philosophy of intellectual property
in highlighting the age-old dilemma of educating people about protecting and monetising their
ideas. This question was regularly posed to officials throughout the course of the summit.

PRETORIA
SOUTH AFRICA
6
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For the first time in Africa Network Meeting’s existence, brand
owners were invited to discuss their branding strategies in
Africa. Both Absa and AB InBev provided information on
their filing strategies in Africa and lamented the problem of
communication by some registries in respect of trade mark
registration. “The timing (and confirmation) of registration
when launching, or re-launching a brand is of vital
importance and we need to be sure that our partners at
the IP registries understand the pressures of our industries,”
commented Taryn van Schalkwyk, Head of IP, Group Legal
at Absa Group Limited.
Lita-Miti Qamata, Senior Associate at Adams & Adams
moderated

a

panel

of

IP

practitioners

who

each

commented on a number of recent litigation matters in
Nigeria, Uganda, Kenya and South Africa, and this was
followed by a presentation by Partner, Kelly Thompson, who
discussed hashtags and the protection of brands in the era
of Trump, Tweets and Twitter Stars.
Many countries in Africa do not currently conduct any form
of examination of patent applications, but are considering
the options in this regard. Danie Dohmen, Partner, explored
Head of the Trade Marks Division at the Companies &
Intellectual Property Commission (CIPC) of South Africa, Ms.

the various approaches to patent examination in an
interview with regional body ARIPO, and officials from the IP
offices of Ethiopia and Madagascar.

Fleurette Coetzee led a panel discussion with registry and
regional organisation officials. This provided an opportunity
for representative of OAPI, Nigeria and Zimbabwe to
provide updates on the status of digitisation. Their reports
revealed encouraging signs that significant progress is

Werina Griffith’s (Partner) closing presentation on Rapid
Prototyping provided the perfect précis to the Africa
Network Meeting discussions – with a warning that the
disruptive technologies of the 4th Industrial Revolution
require an accelerated and discerning response from a

being made at the registries, but highlighted challenges of

legislative and administrative perspective, if the meeting

resource shortages and the lack of technical proficiency of

were to agree that intellectual property rights are central to

new registry staff.

the success of emerging economies in Africa.

The role of Intellectual Property rights
in the growth strategies of emerging economies
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ARIPO UPDATES
ARIPO PATENTS FILED 2009 – 2018
900

835

200

time in 4 years, marking the second

100

highest number of applications

0

filed at ARIPO in the past 10 years.
There was a slight decrease in the
number of trade mark applications
filled at ARIPO, although it was
still the second highest number of

TOTAL
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300

filed in 2018 increased for the first

applications since 2009.
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The number of patent applications

747
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ARIPO TRADE MARKS FILED 2009 – 2018
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Adams & Adams. Rooted in Africa

@Adams.Africa
Our e-mail and web domains have changed to reflect our
identity and proud heritage. www.adams.africa
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& NEWS

2018 ARIPO ADMINISTRATIVE COUNCIL
MEETING WINDHOEK, NAMIBIA
The 42nd Session of the Administrative Council of ARIPO was held in Windhoek, Namibia from
19 – 23 November 2018. Adams & Adams Partners, Mariëtte du Plessis and Nicky Garnett
and Africa Practice Manager, Menzi Maboyi, attended the session.
Seventeen of the nineteen Member States were represented at this session with two observer
states, Mauritius and Seychelles, in attendance.
The Guest of Honour, Honourable Lucia Ipumbu, Deputy Minister of Industrialization, Trade
and SME Development of the Republic of Namibia addressed the Council and officially
opened the Forty-second Session of the Administrative Council.
Although Adams & Adams is based in South Africa we are able to work directly
with ARIPO via our Mozambique office as Mozambique is a member of ARIPO.
We have been operating in this way since 2009 and we are currently one of the largest users
of the ARIPO patent system.

Nicky Garnett (Partner) with
the ARIPO Director General,
Mr Fernando dos Santos

The Council adopted amendments to the Banjul and Harare Protocol (dealing with trade
marks and patents, industrial designs and utility models respectively) and their Implementing
Regulations that were based on the outcome of the Seventh Session of the Working Group
on the Improvement of the ARIPO Protocols relating to Industrial Property.

ARIPO Administrative Council Meeting 2018
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ARIPO UPDATES & NEWS continued
WIPO PATENT DRAFTING COURSE
FOR ARIPO MEMBER AND OBSERVER
STATES | HARARE, ZIMBABWE
The

(WIPO)

Adams & Adams partner, was one of three facilitators of the

arranged a Patent Drafting Course for the ARIPO (African

World

Intellectual

Property

Organization

course. The other facilitators were patent attorneys or patent

Regional Intellectual Property Organization) Member and

drafting specialists from law firms in the UK and Japan. The

Observer States for five days from 3-7 September 2018. This

course was held at ARIPO’s head office in Harare.

was organised in cooperation with ARIPO and with the
assistance of the JPO (Japan Patent Office). James Davies,

The objective of this course was to enhance the capacities
and skills of targeted participants in ARIPO Member States
and Observer States in drafting patent applications, and to
familiarise them with new techniques which will assist them
in better defining the scope of patent specifications. The
programme targeted potential managers of Technology
Transfer Offices or Innovation centres in African Universities
and Research and Development Institutions. Around thirty
participants attended the course from Botswana, Ethiopia,
Ghana, Kenya, Malawi, Mozambique, Namibia, Nigeria,
Sierra Leone, Sudan, Swaziland, Tanzania, Uganda, Zambia
and Zimbabwe.
The

course

included

a

Mentoring

Programme

with

assignments for the participants and feedback from the
facilitators.

James Davies with the other Working Group members
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ARIPO EXPANDS EFFORTS TO DEVELOP
IP MANAGEMENT SKILLS IN AFRICA
In December 2018, the African Regional Intellectual Property

witness cultural advancement and economic progress.

Organization (ARIPO) hosted a conference to discuss IP

It is for this reason that we believe that one of the most

management in African Universities and R&D Institutions. The
aim is to find ways of expanding the pool of IP talent across
the continent.
The initiative, run in collaboration with the Africa University,
is aimed at capacity-building in support of the field of IP particularly the Masters in Intellectual Property degree
programme which is jointly offered by the World Intellectual
Property Organisation (WIPO) with financial assistance from
the Government of Japan.
In opening the conference, Fernando Dos Santos, ARIPO
Director General said, “Intellectual Property has become a

effective ways of making use of IP is through the Universities
and Research and Development Institutions where a great
number of our youths are pursuing different academic goals
and interests with a view to developing their capacities and
talents to support national development efforts.”
Close to 300 students from 26 African countries have
graduated

from

the

Masters

in

Intellectual

Property

Programme at the Africa University to date.
In 2016, ARIPO conducted a Tracer Study of MIP graduates.

global tool that countries are harnessing for their economic

It revealed that many of the graduates are now active

development and growth through the conversion of the

within the national IP systems of their home countries. Many

innovative and creative capacity of their people into

are actively shaping national and institutional IP laws and

competitive products and services.”

policies, while others are teaching IP in universities and

“It is increasingly becoming apparent that only societies

colleges or sharing their IP expertise through a variety of

where such rights are effectively protected and exploited

national IP awareness programs.

11

OAPI UPDATES & NEWS
March 2019, but the Registry reserved the right to re-classify
the specified goods or services for trade mark applications
filed with the 2018 version, wherever that may be necessary.
No official fee would be payable when such re-classifications
occur.

PROTECTED
GEOGRAPHICAL
INDICATIONS PROJECT
ENTERS SECOND PHASE

It is uncertain whether any re-classifications will occur in

Which products to select?

class headings, as stated in the 2019 version of the 11th

This question was at the centre of a seminar held at the
headquarters of OAPI. The meeting reviewed the results
of the identification and selection of agropastoral and

practice, as the latest edition of the Nice Classification
system added more than 200 new descriptions of goods/
services, and it appears that the added descriptions are
meant to elaborate on existing descriptions of goods and
services falling within each existing class concerned.
The OAPI IP Office also advised that the goods and services
edition of the Nice Classification, will be available in all the
editions of the Official Bulletin of Intellectual Property for
2019.

artisanal products carried out in the OAPI area, which could
be integrated into a protection approach as geographical
indications.
Many products have already received consideration:

INNOVATIONS TO THE
BANGUI AGREEMENT

Gari sohui flour and Agonlin oil from Benin.

In an effort to modernise the terms and functionality of the

Red cocoa and the Bafia pineapple,

Bangui Agreement, the Administrative Council of the African

both from Cameroon.

Intellectual Property Organization (OAPI) tabled a revised

Attiéké des Lagunes and Baoulé Pagnes
from Côte d’Ivoire.
Friguiagbé’s Pineapple from Guinea.

version of the Agreement, which was signed in 2015 in
Bamako, Mali. The changes would only be adopted formally
once all 17 member states ratify the proposals.
In October 2018, after a discussion period of about three

Once finalised, this selection work will mark the beginning of

years, OAPI arranged for a seminar and invited local agents

a process that, in the long run, could allow these products

and stakeholders, to discuss how, if the proposed changes

to be awarded the “protected geographical indications”

are ratified, it would affect operations and improvements to

label at OAPI.

the functionality of the regional IP system.
Some of the proposed amendments are as follows:

NICE CLASSIFICATION

The current OAPI regulations do not make provision for

The OAPI IP Office recently published a notice informing

However, the amended Bangui Agreement would allow for

trade mark owners, agents and all other users of the OAPI

publication of applications. Insofar as patent applications

regional system that the Trade Marks Registry applies the

are concerned, publication would be accompanied

current version of the Nice Classification system as adopted

by a detailed description of the patent, the claims and

by WIPO, namely the 11th edition (2019 version).

drawings, should there be any. This would however not

The 2018 version of the 11th edition was used up until 31

12

the publication of Intellectual Property (IP) applications.

apply to international applications (PCT).
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OAPI PATENTS FILED 2009 – 2018
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Nicky Garnett, Partner, Adams
& Adams and Mr. Denis Loukou
Bohoussou, OAPI Director General
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Sound marks, audiovisual (moving), series and certification

In terms of the Bangui Agreement, an appeal to the

marks would be registrable.

Organisation’s decision in an opposition may be filed

New provisions relating to the registration of Geographical
Indicators would be drafted and implemented.

before the High Commission of Appeal, within three
months from the date on which the parties are notified
of the decision (Annex III, article 18(4)). In practice, the

The opposition period in terms of the current Bangui

same appeal period in applicable in Claim of Ownership

Agreement (Annex III, article 18(1) is six months from

proceedings.

the date of publication of a mark, and this period is
not extendible. In terms of the revised Agreement, the
opposition period would be three months from the date
of publication of a mark. It is not clear if the three months
period will be extendible.
The Bangui Agreement makes provision for a procedure
that is referred to as a ‘Claim of Ownership’, which may
be filed against the registration of a published mark, within
a period of six months from the date of publication (i.e.
within the opposition period). The claim may be filed by

	In terms of the revised Agreement, the appeal period
will be reduced to sixty days, from the date on which the
parties are notified of the Organisation’s decision.
The agreement expressly states that final court decisions
handed down by national courts of members states,
concerning the validity of an intellectual property right,
have effect and are enforceable in all other member
states, without an exequatur or an official confirmation of
the enforceability of the decision by other member states.

any person who claims to own prior rights to the mark
sought to be registered (generally based on evidence of
prior use of the mark within the OAPI region). The revised
Agreement has also changed the period within which this
claim may be filed, to three months.
	
In addition, in terms of the revised Agreement, once
the relevant mark has proceeded to registration or a
registration certificate for the mark has been issued, the
owner of a prior right may file a Claim of Ownership before
the relevant civil court, in any member state. There is no
deadline or prescribed period within which the claim may
be brought before the local courts.

In view of the provisions, the revised Agreement (subject
to ratification by all member states) will undoubtedly
bring significant changes to the prosecution and litigation
procedures in respect of trade marks, as well as OAPI’s
administration of these processes.
That being said, there is no certainty as to when all the member
states are expected to ratify the revised Agreement to bring
it into law and whether any further amendments would
be recommended or proposed by member states before
that time.
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On our visit to IAPI it was evident that there is a definite
attempt to process these long outstanding applications and
we look forward to more positive developments in this regard
in the coming months.

Second Phase of Records Update
Underway
The Angolan Industrial Property Institute embarked upon
a project of restructuring in 2015 with the aim to regularise
long outstanding cases and thereby promote intellectual

Key opportunities & concerns

+

 thriving energy sector will remain the
A
economy’s main driver for the foreseeable
future

+ Construction industry is a major economic
+

property protection in the territory. At the time, the Registry
called for updated file information pertaining to records
at the Registry in respect of all marks with an application
number between 1 and 5 000.

sector and will remain busy as the nation’s
infrastructure expands, including its
electricity grid

As anticipated, a second Notice was published in the

 ealthcare and education for a youngerH
skewing population will be growth services

which the official records of cases with applications numbers

– 	Major investments must involve the ruling
dos Santos family

Circular of Industrial Property Bulletin 11/2017, in terms of
between 5001 and 20757 had to be updated by providing
the Registry with supporting documents pertaining to all

– 	Corruption is a hindrance to transparent

pending matters, including marks which have been granted,

business activities

but in respect of which the Notice of Grant or registration

–

	An oil-dominated economy requires
diversification but lacks sufficient political
will to motivate change

certificate has not been issued.

ANGOLA
Registry Visit

Our local Mozambique and Angolan offices co-ordinated
efforts on behalf of the firm in collaboration with officials at
the Registry. We obtained invaluable first-hand knowledge
and information on the complicated process at hand.
Given the challenges experienced with the first restructuring

In February 2019, Elio Teixeira (Partner, Adams & Adams

project, the second regularising project progressed with

Mozambique) travelled to Angola to visit our Associate

less difficulties and we were largely able to comply with the

Office in Luanda and to hold a series of meetings with senior

deadline of 24 November 2018 as set out in the Notice.

members of the Angolan Intellectual Property Institute (IAPI),
to discuss and obtain clarity on certain Registry practices and
directives, and to follow-up on long-outstanding matters.

The Registry provided no indication as to when the project
may likely be concluded on their side. We are, accordingly,
reporting to clients on their individual matters as and when

Encouraging Developments at the Registry

the information becomes available.

We are pleased to report that there have been positive

Anti-counterfeiting operations

developments with long outstanding patent applications in
Angola. Very few patent applications have proceeded to
acceptance or grant in Angola in the past 15 years. However,
after lengthy and prolonged discussions with IAPI, there have
been positive developments in the processing of patent
applications in Angola, with a number of applications being

In November 2018 training was conducted for members of
Customs and the Criminal Investigations Division (SIC) of the
Angolan Police. As a practical exercise, a training session
was conducted at a number of stores close to the Kikolo
Market.

published and proceeding to grant in the first few months of

These annual product identification workshops conducted

2019.

by Adams & Adams for the Angolan Customs officials are set
to continue in 2019 and 2020.
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a reproduction, imitation or translation of another mark that
enjoys high renown in Angola, and the use of the mark is
intended to take unfair advantage of, or may be detrimental
to the distinctive character or renown of the mark.
Similar to the definitions contained in the Mozambique
Industrial Property Code, a mark is considered well-known by
the Angolan registry if it is well-known among the interested
local public as a result of the promotion of the mark in
Angola. A mark will be considered a mark of high-renown
when it is well-known among the interested public as a result
of the promotion of the mark in Angola or worldwide.
Notably, and an important fact to remember when instituting
opposition proceedings based on the well-known status of a
mark in Angola, the proprietor of a well-known mark or mark
of high renown may only institute proceedings where they
have registered or applied to register their own trade mark in
Angola, albeit after the application that they wish to oppose.
Although Angola is not strictly a first to file jurisdiction, given
that the relevant legislation is silent on the protection and
enforcement of well-known marks, it is difficult to predict
how the authorities will apply the principles of protection
to well-known marks. A pattern that seems to be emerging
from a slew of recent trade mark opposition rulings is that it
is easier to succeed in an opposition based on well-known
mark rights if it is a foreign entity that has applied to register
the mark that you wish to oppose, rather than a local entity.
In all instances though, in both Mozambique and Angola,
the well-known mark proprietor will need to submit a
wealth of convincing evidence as to the mark’s notoriety,
preferably including, where available, evidence of local
use or recognition in the Portuguese speaking country. This
Some of the stores visited during the practical training exercise

can take the form of invoices to local entities, a listing of
local retailers that stock the products, any country-specific
websites or social media profiles, any local or at least

Protection of well-known trade marks
in Angola

Portuguese advertisements or local news articles or other

Although no express provision is made for the protection

Despite the fact that Angola acceded to the Paris

of well-known marks in the Angolan Industrial Property Act,

Convention for the Protection of Industrial Property on 27

3/92 of 1992, well knowns marks are in fact afforded some

December 2007, the Registry appears to give little regard

protection in Angola.

to the provisions regarding the protection of well-known

In practice, the Registrar will refuse or annul a trade mark if it
constitutes a reproduction, imitation or translation of a mark

publications that mention the mark.

marks when considering an opposition filed against a local
Angolan entity.

that is well-known in Angola, if it is used for identical or similar

Ideally, the proprietors of well-known marks would be

goods or services and is liable to cause confusion. A mark

well-advised to prioritise the filing of their own trade mark

may also be refused or annulled where the mark, although

application in Angola, before a wily entrepreneur gets there

used on goods or services that are not identical, constitutes

before you.

15

Key opportunities & concerns

+ The Benin culture, flora and fauna can add dimension to the
foundation of a tourism industry that now exists with game
reserves

+ Industrial agriculture can replace subsistence farming,
facilitated by ample rainfall

+ Hydroelectric generation of electricity for export is a cleanenergy method of harnessing the country’s rivers

– 	Low education levels must be raised to address the low
literacy level, and workforce skills training is needed

–

	A primitive infrastructure inhibits the transportation of goods
and the carrying out of public services and intensifies the
struggle of daily life

– 	Poverty informs Benin life, accounting for a high degree of
child labour

BENIN
Anti-counterfeiting training
In September 2018, Adams & Adams was invited to participate and provide anti-counterfeiting training at the
World Customs Organisation (WCO) training and workshop held in Benin.
Customs authorities from Benin, Nigeria and other African countries were also in attendance. Strong interest
was shown by delegates from other African countries to have similar training workshops in their respective
countries.

BOTSWANA
Registry Visit
In February 2019, a team from Adams & Adams comprising,
Mr Eugene Honey (Partner), Ms Nthabi Phaswana (Partner),
Ms Kareema Shaik (Snr Associate), and Mr Shakes Mashaba
(Admin Clerk), travelled to Botswana to visit our Associate
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In particular, we have been experiencing delays in the
granting of patent applications filed at the Botswana Patent
Office. The Registrar allowed us, under supervision of his
team, to conduct physical inspection of the files and also
discuss solutions to resolve the backlog.

Office as well as the Companies and Intellectual Property

We were taken on a tour of the new offices which were

Authority (CIPA) at its new premises in the new central

spacious and well kept. We were also shown the IPAS system

business district of Gaberone.

being operated by CIPA.

The team met with the Registrar, Mr Tim Moalusi and were

Encouraging developments are taking place at the Registry

able to discuss Registry operations and raise pertinent issues

with digitisation being the main focus into the short to

being experienced at the Registry.

medium term.
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Key opportunities & concerns

+ A business-friendly government, largely free of corruption,
welcomes foreign investors

+ Economic sectors to supplement and eventually replace the

mining sector are given every advantage to prosper through
government assistance

+ The wide country’s ever-expanding road, rail and air

infrastructure and urban centres ensures a busy construction
industry

– 	The largely arid country is at work to secure water supplies
that are vital to residential life and industrial growth

– 	Cultivatable land in the desert environment is scarce and
food production is limited by irrigation challenges

–

	Desertification of marginal land also hinders food production
and must be rehabilitated for productive use

CIPA Offices

Mr. Tim Moalusi, Registrar with Ms. Malebogo Selemogo
Assistant Registrar

Customs Training
The continued increase in anti-counterfeiting activities on the
continent has seen our anti-counterfeiting team becoming
increasingly involved with local law enforcement agencies
in combating counterfeiting in a number of African countries
through training and joint operations.
In May 2018, representatives from A&A conducted customs
training in Gaborone, with members of the Botswana Police
Service.
Anti-counterfeiting training workshop
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BURUNDI
Deadline for Renewal of Trade Marks
Proprietors of trade marks in Burundi should take note of the
upcoming deadline which may be relevant to their marks in
this country.

Key opportunities & concerns

+

 umanitarian work is an essential foreign
H
sponsored service in a country where 80% of
the population lives in poverty

+ Coffee and tea are two crops that grow

well in Burundi’s soil and climate and can
form the basis of an agricultural industry

Law No. 1/13 Relating to Industrial Property in Burundi, which
came into operation on 28 July 2009, currently deals with the
registration and enforcement of trade marks in this country.
Trade marks that were filed in terms of the previous trade
mark legislation, i.e. trade marks with a filing date of 27 July

+ Scenic Lake Tanganyika offers opportunity

2009 or older, must be renewed on or before 28 July 2019 (i.e.

for tourism development

10 years after the implementation date of the current

–

	A dictatorial regime and power-hungry
president have complete control over
governance and the economy

law), in order to ensure that those marks remain valid and

– 	Some of Burundi’s best minds and

productive workers are fleeing among the
500,000 refugees fearful of genocide

– 	International sanctions likely to mount on
the country to punish regime officials

enforceable.
In terms of the current law, a trade mark registration shall
have effect for a period of 10 years, calculated from the
filing date of the relevant mark. As such, trade marks filed
on or after 28 July 2009 may, at the option of the trade mark
holder, be renewed on the tenth anniversary of the filing
date, and consecutive ten-year intervals thereafter.
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Elio Teixeira, A&A Mozambique, with Teresa Livramento
Monteiro, Associate Office, and Mr. Abraão Andrade Lopes,
President of the Institute of Intellectual Property of Cabo Verde

CAPE VERDE
Registry Visit
Adams & Adams’ Mozambique partner, Elio Teixeira,
travelled to Praia in Cape Verde in January 2019 to meet
with the President of the Institute of Intellectual Property of

Key opportunities & concerns

+ Aquaculture, particularly centred on lobster
and tuna that inhabit coastal waters, can
be expanded

+ Tourism is the main driver of the economy
and new tourist initiatives can be built on
established infrastructure

+ Development of innovative agriculture

techniques are needed to meet local food
needs for islands that must import food

– 	Chronic water shortages are an impediment
to economic development and a health risk
for residents

– 	Emigration of local population, due to

limited economic opportunities, is a top
societal problem as youth seek work abroad

–

	The island is home to unique indigenous
animals, which is advantageous for tourism
but which are threatened by human
development

Cabo Verde, Mr. Abraão Andrade Lopes.
We are pleased to report that operations at the registry are
gradually improving, with a concerted effort by the Institute’s
staff to reduce the backlog of matters.
IP journals are now being published on a regular basis (an
average of three or four journals per year in the last three
years) - a significant improvement compared to previous
years. There is, however, no indication as to when the island
republic intends joining the main international IP treaties,
namely the Paris Convention and the PCT.
Subsequent to the visit, the Institute of Intellectual Property
of Cabo Verde published a Notice informing that no Power
of Attorney is required in support of filing the Declaration of
Intention to Use and that no recordal certificates are issued.
Recordals are completed upon publication in the Journal.
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Key opportunities & concerns

+ Transportation utilising the expanded Suez

Canal and Egypt’s location as regional
hub remains strong and enjoys an enlarged
capacity

+ A dynamic tourism industry is Africa’s most
successful and has not been seriously
affected by terrorism incidents in the
country

+ Education institutions are increasing

and communication technologies are in
demand by consumers

– 	Fitful economic recovery following political
upheavals of 2011-2014

– 	An authoritarian-minded government that
prioritises security over civil liberties

– 	An oppressive media environment inhibits

freeflow of essential news and information

+ Ethiopia surpassed Kenya in 2017 as East

Africa’s largest economy, offering investors
opportunities in all business sectors

+ An ever-improving national infrastructure is
the foundation for economic growth and
diversification

+ As a scenic, culturally rich country with

mountain vistas and rivers, it can host a
tourism industry beyond the present rate

– 	Education levels are still low and much
of the population is supported through
subsistence farming

– 	A 2016-2017 state of emergency was a

significant regressive step for the country’s
democracy

– 	Unresolved tensions with Eritrea may flare
into war while domestic ethnic tensions
escalate

EGYPT

ETHIOPIA

Online Filing for Patents Introduced

Patents of Importation – Update

In line with similar developments across the continent

Ethiopia is one of the few countries in Africa which are not

to improve access to IP offices and simplify procedures

members of the PCT or the Paris Convention. It is one of the

associated with obtaining IP rights, the Egyptian Patent
Office has begun implementing procedures to allow online
filing of patent applications. Further developments will be
reported.

TM prosecution – Appeal Decisions
Following many frustrating years of lengthy delays between
filing and examination, poor actions being issued with little
prospects of overturning these actions on appeal, there has
been a significant improvement in affairs at the Registry.
The timeline between filing and examination is, in many
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Key opportunities & concerns

only counties in the world where it is still possible to file patents
of importation i.e. where it is possible to register a granted
foreign patent in that country. Unfortunately, the 1995
Proclamation on Inventions, Minor Inventions and Industrial
Designs provides little guidance regarding the requirements
and procedures. To date, applications for registration have
been accepted and proceeded to grant without issue.
However, a recent decision handed down by the Appeal
Tribunal has confirmed the position of the EIPO (Ethiopian
Intellectual Property Office) to the effect that applications for
patents of importation will only be granted if they are based
on a patent granted in an examining jurisdiction. The basis of

instances, less than 12 months, reasonable actions are now

the decision is that Ethiopia is an examining jurisdiction and

being issued and the decisions of the Appeals Committee

cannot permit patents which have been granted by non

are well reasoned and decided.

examining IP offices, to be granted in Ethiopia.

AFRICA UPDATE 2019

WIPO holds regional meeting
In October 2018 the World Intellectual Property Organization (WIPO) in co-operation with the Ministry of Science
and Technology (MOST) and the Ethiopian Intellectual Property Office (EIPO), hosted a regional meeting
entitled “Partnership for Innovation and Technological Capacity Building for the Least Developed Countries of
Africa (LDC’s Africa)”
Representatives from 20 countries participated and discussions were held under various themes relating to
innovation, use of technology and capacity building initiatives.

Chinese Patent Office assists with training of patent examiners
In 2016 the China National Intellectual Property Administration (CNIPA) and the Ethiopian Intellectual Property
Office (EIPO) signed a Memorandum of Understanding (MOU) to co-operate on IP matters. In November 2018,
CNIPA provided training for patent examiners at EIPO.
In addition, CNIPA has provided scholarships for 4 staff members from EIPO to attend a Masters Program in
Intellectual Property Law in China.

Key opportunities & concerns

+ Oil deposits are being exploited and are diversifying the
economy from weather vulnerable agriculture

+ Good education is the national standard and social services
are continuously delivered by government

+ Excellent regional and international trade links boost tourism
and commerce

– 	Government is slow to embrace necessary austerity measures
to keep spending on course with revenues

– 	Poor city planning is the root of town woes, with some
township slums scarcely inhabitable

–

	Crime is a social concern and corruption is an ongoing drag
on good governance

GHANA
Anti-counterfeiting training
In October 2018 training was conducted for members of the Ghanain Customs and Excise
Department, including the Deputy Commissioner of Customs. This followed a request made
to Adams & Adams by Customs to conduct regular trainings to enable them to assist with
detention of goods and 'search and seizure' operations in future.
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The product itself was sold in bottles similar to the famous
COCA-COLA "contour bottle".
Having regard to the similarity between the ICE COOL

Key opportunities & concerns

COLA logo mark and its

mark, the shape of

+ Cocoa is a perennially profitable export and

the bottles and the get-up of the product, The Coca-Cola

+ Other agricultural production has

Company was concerned that the registration and use of

is the mainstay of the economy

established markets overseas and
production is growing as political stability
returns to the country

+ Discovery of offshore oil deposits, when
exploited, will significantly change the
economic composition of the country

– 	Maritime border territorial dispute with
Ghana makes offshore oil exploration
uncertain

the ICE COOL COLA logo mark would result in a consumer
deception and confusion. Although the product itself was
withdrawn from the market after cease and desist letters
were sent, the owner of the trade mark registration refused
to cancel it. The Coca-Cola Company was therefore forced

– 	An underdeveloped manufacturing sector

to institute proceedings to cancel the ICE COOL logo trade

– 	Use of child slaves on cocoa plantations

the use of this mark.

means factory inputs and consumer goods
must still be imported
and massive social inequity, despite years
of economic progress, are main societal
concerns

mark registration. It also requested a court order restraining

The Defendants argued that the suit amounted to an attempt
by The Coca-Cola Company to monopolise the word “cola”
and to claim exclusive rights in the colour “red” used in
respect of “cola” products. The Commercial Court dismissed

IVORY COAST

this argument, however, and said that the case was not

Coca-Cola successfully enforces OAPI
trade mark registrations

about use of the word “cola”. Rather, the determination of

The Abidjan Commercial Court has handed down a

marks and, on conducting that comparison, it was apparent

favourable decision in a trade mark infringement and

that the design of the ICE COOL COLA logo depicted almost

cancellation action instituted by The Coca-Cola Company,

identically the graphic design of the

trade mark for which it

based on its renowned
owns OAPI trade mark registrations.

trade mark.

The court accordingly held that the risk of confusion,
exacerbated by the extent of the reputation in the

The infringing mark was ICE COOL COLA logo, represented

trade mark, warranted the cancellation of the

in a way that rendered it confusingly-similar to the stylised

ICE COOL COLA logo trade mark. On the above grounds,

trade mark. It had been registered

the Defendants, who included the owners of the mark and

before the OAPI office and was also in use on a cola

its licensees, were also ordered to refrain from using the

beverage product on sale in the Ivory Coast.

trade mark.

format of the
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the matter required an overall comparison of the two trade
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The Plaintiff had acquired the mark VIP COLLECTION in
class 26 in Kenya in relation to “Hair additions, hair pieces
and braids, weaves and wigs” from a predecessor. The
acquisition of that company’s assets effectively resulted in
the Plaintiff acquiring the mark, VIP COLLECTION and the
goodwill attaching to that mark.
The Plaintiff claimed that in October 2017 it noticed that its
turnover in relation to products branded with the mark VIP
COLLECTION had plummeted. This was attributed by the
Plaintiff to the Defendant’s trade in similar products bearing
the mark VIP PREMIUM COLLECTION.

Key opportunities & concerns

The Plaintiff sought an interdict from the Court claiming that

+ A well-developed infrastructure aids

the Defendant’s conduct infringed its right to use the mark

business, industry and transportation

VIP COLLECTION to the exclusion of all others and that its

+

 ue to an advanced tourism infrastructure,
D
based on big game viewing, the country is
a favoured Sub-Saharan tourism destination

conduct would continue unless restrained by the Court. The
Anton Piller order was sought on the ground that it would

+ An educated workforce, with a dynamic

allow the Plaintiff access to the Defendant’s premises and

entrepreneurial ethic, has made Kenya
Central and East Africa’s financial 		
pacesetter

VIP PREMIUM COLLECTION had been applied until the end

– 	Government does not seem serious about
mending its own corruption and is often
defensive about criticism

– 	Al-Shabaab terror attacks are a major

security threat and no effective counterterrorism policy has been found

– 	Ethnic group harmony may be undone by
new grievances

KENYA

authority to seize products in its possession to which the mark
determination of the suit.
In its defence, the Defendant argued that, like it, the Plaintiff
had used the mark VIP COLLECTION as an indication of the
quality of its goods rather than as a trade mark. It also alleged
that the claim by the Plaintiff that it had suffered economic
loss as a result of its conduct was a misrepresentation. In fact,
it claimed that this could be attributed to the prolonged
general elections which took place at that time. The
Defendant also pleaded that the get-up of its VIP PREMIUM
COLLECTION mark rendered it distinguishable from the

Anti-counterfeiting training

Plaintiff’s mark VIP COLLECTION.

In October 2018, Adams & Adams representatives conducted

Despite this, the Court found:

an anti-counterfeiting training workshop for members
of the Anti-Counterfeit Agency (ACA) in Nairobi and
Mombasa. Adams & Adams continues to enjoy a successful

1. that the Plaintiff had made out a prima facie case of
trade mark infringement;

collaboration with ACA and our team has conducted a

2. that the Plaintiff stood to suffer irreparable loss which

number of anti-counterfeiting and product identification

could not be adequately compensated with an award

training sessions with members of the Agency.

of damages; and

Splitting hairs in Kenya | Trade mark
dispute

3. that the balance of convenience favoured the Plaintiff
as it was entitled to use of the mark VIP COLLECTION.
Indeed, the Defendant who had been using the mark

In Style Industries Limited v Sana Industries Co. Limited [2018]

VIP PREMIUM COLLECTION since 2008 did not attack the

eKLR, the Plaintiff, Style Industries, sought an interim interdict

validity of effect of the Plaintiff’s mark.

and an Anton Piller order against the Defendant, Sana
Industries, a long-time competitor of the Plaintiff.

However, the Court did not award the Anton Piller order. The
Court found that the order, which is aimed at the preservation

Both parties trade in relation to, inter alia, hair extensions in

of evidence, would be pointless, as the Plaintiff did not make

Kenya.

out any case which suggested that evidence would be
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destroyed by the Defendant. In addition, both parties had

which eventually culminated in a pilot show, which was

adduced evidence of the Defendant’s use of the conflicting

delivered in a tangible form to the Defendant. It is trite

mark in their papers.

that there can be no copyright in ideas;

The Court’s decision to refuse the Anton Piller order, which

3. the Plaintiffs’ concept is original, as required by the

would otherwise have given the Plaintiff access to the

Copyright Act in Kenya. The Defendant claimed that the

Defendant’s business and therefore an unfair advantage that

Plaintiffs’ concept is similar to two other shows aired in

did not appear to be warranted, appears to be a sensible

the USA. The Plaintiffs argued that the shows in question

one. The decision on the merits also appears to be correct.

were broadcast via YouTube while their concept

Whether or not the Plaintiff’s trade mark would withstand an

envisaged a show simulcast via television and radio. It is

attack on the grounds that it is generic, which was pleaded

unclear whether this difference in delivery will affect the

by the Defendant, is perhaps a different question.

determination of originality.

Broken record | Kenya copyright dispute

The Court held that there was insufficient evidence to

In Incognito Productions Limited & another v Nation Media

refused to award an interim interdict on the ground that the

Group [2018] eKLR, the Plaintiffs sought an interim interdict

Defendant, who had also invested in LIT360, and its sponsors

against the Defendant restraining the unauthorised use of its

and affiliates would suffer loss.

intellectual property.
The parties had a business relationship dating back to 2005
in relation to a music television show broadcast in Kenya,
namely The Beat. However, the show’s poor performance
led to the parties discussing a revamp of the show which
ultimately resulted in the launch of LIT360 earlier this year. The
objective of LIT360 is to cultivate local musical talent.

The final decision in this case is highly anticipated, as the
court will seemingly be required to develop the law regarding
originality in the context of copyright law. In addition, this
case will reveal the extent to which a concept or expression
of an idea needs be reduced to material form to be eligible
for copyright protection.

misappropriated their concept which underlies LIT360. The

Relaxing filing requirements for Kenya
Industrial Design applications

basis of this claim lay in business proposals shared between

Kenya is one of the African countries with advanced laws

the parties in 2017. Specifically, the Plaintiffs claimed to have

in respect of protection of Intellectual Property Rights. The

shared with the Defendant expressions of LIT360 in the form

laws in Kenya are constantly been changed to comply with

of literary and audio-visual works, which are protectable by

international standards and to ensure that the IP registration

copyright in Kenya.

system is user friendly. Over the years, users have been

The Court rejected the Plaintiffs’ application for interim relief

discouraged from filing design applications directly in Kenya

but made several comments relevant to the determination

due to the requirement for filing a specimen of the design. In

of the main suit. Specifically, the Court noted that the trial

most cases, the proposed designs were of such a nature that

court would need to determine whether:

it will be impossible to comply with the requirement for filing

The

Plaintiffs

claimed

that

the

Defendant

had

1. LIT360 was an improvement of The Beat and therefore
created with proprietary information already in the
Defendant’s possession or whether, as the Plaintiffs
suggests, LIT360 is a separate and distinct work which
infringes its copyright;
2. the Plaintiffs are seeking copyright protection in an idea.
LIT360 seemingly originated from business proposals
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support a claim of copyright infringement. The court also

a physical specimen. In this regard, users preferred to obtain
design protection in Kenya through filing design applications
in ARIPO (African Regional Intellectual Property Organization)
designating Kenya. The cumbersome requirement for filing
a specimen was done away with upon the enactment of
the Miscellaneous Laws Amendment Act of 2018 which
amended various provisions of the Kenyan Industrial Property
Act of 2001.
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Key opportunities & concerns

+ Agriculturally productive land produces several exportable
commodities whose production can be increased

+ Low levels of conflict and no terrorism incidents to threaten
security provide a stable social foundation

+ A reformist government is attempting to address the culture of
corruption and inspire business investment

– 	The landlocked country is mineral-poor and has few natural
resources

–

	Government corruption is a hindrance to business and
everyday life

– 	Rapid population growth is a drag on social and economic
development

MALAWI
Malawi joins Madrid System
On 25 September 2018, the World Intellectual Property
Organisation reported that Malawi deposited its instrument
of accession to the Madrid Protocol. This makes Malawi the
102nd member of the Madrid System.
The Madrid System enables trade mark proprietors in Malawi
to file a single international application for trade mark
protection in up to 117 territories. The Madrid Protocol was
set to come into force in Malawi on 25 December 2018.
Malawi’s current trade mark legislation does not provide
for the registration of trade marks in terms of the Madrid
Protocol. However, on 2 February 2018, Malawi’s President

the New Act has yet to come into law and will come into
operation on a date appointed by the Minister by notice
published in the Gazette. Given the current challenges at
the Registry, particularly the lack of fully digitised records,
we strongly recommend seeking national TM protection,
until such time as the Malawian Trade Marks Office is fully
automated and Madrid designations are being processed in
conformity with the relevant regulations.

New Registrar Appointed
In October 2018, Mr Chikumbutso Namelo was appointed
as the Registrar General at the IP Registry The appointment

assented to Trade Marks Act no. 2 of 2018 (“the New Act”).

follows the sudden redeployment, to another sector of

The New Act makes provision for the registration of trade

government, of the former Registrar General, Mr. Chapusa

marks in Malawi in terms of the Madrid Protocol. However,

Phiri.

25

Key opportunities & concerns

Key opportunities & concerns

+ New technologies continue economic

+ Established global trade links provide

diversification, like renewable energy, ICT
and deep water exploration

multimarket access for exports

+ Stability, low inflation and security have

+ Growing tourism is attracted by tropical

inspired business growth

island environment, particularly high-end
tourism

+ Low-cost labour assists industrial pursuits and

+ Textile industry expanding with trade access

– 	The inherent instability of monarchies means

has spurred automotive manufacturing

to the US market

democratic reforms must be carefully
managed to avoid political chaos

– 	Some remoteness from the African

– 	Unresolved dispute over ownership of

mainland and trade routes

–

Western Sahara may inspire armed
insurgency

	An island nation susceptible to rising sea
levels from global warming

– 	All electricity must be locally generated,

– 	Human trafficking and illegal immigration

97% of which is from polluting fossil fuel
generation

from Morocco into Europe via Spain may
lead to sanctions from Morocco’s top trade
partner, Spain

MAURITIUS

MOROCCO

Anti-counterfeiting training workshop
Training was conducted with members of the Mauritian

Registration and renewal certificates now
issued electronically

Revenue Authority in November 2018. The training has

The Moroccan Office of Industrial and Commercial Property

become an annual event with great insights being gained

(OMPIC) announced that it will now only issue electronic

into the movement of counterfeit goods in Mauritius. Another

trade mark registration and renewal certificates, with the

event will be held in 2019.

OMPIC stamp.
This is in line with the office’s Strategic Plan 2016-2020 that
seeks to innovate, be attentive to the needs of its customers
and develop added-value services by, in this case,
expediting the registration process of national trade marks
in Morocco. The electronic certificate carries the same legal
value for enforcement purposes.

New DG appointed at OMPIC
The Office of Industrial and Commercial Property in Morocco,
OMPIC, recently announced that Mr. Larbi Benrazzouk will
Customs training, Port Louis
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replace Adil El Maliki as head of OMPIC.
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Before taking over OMPIC, Larbi Benrazzouk was the director

When a suspension application is successfully filed at the

of Maroc PME, an organization responsible for promoting

customs administration, all other offices at ports of entry in

small and medium-sized companies in Morocco. There he
had initiated flagship programs to boost the competitiveness
of small and medium-sized companies.

Morocco should be informed and instructed to suspend and
seize any counterfeit products bearing the recorded trade
mark. Suspension applications are valid for twelve months,

Recordal of trade mark rights directly with
customs authorities now permitted

renewable annually.

It is now possible for owners of trade marks registered in

and will continue to update clients regarding suspension

Morocco – as well as international registrations designating
Morocco – to record a suspension application at the
customs authorities, requesting the seizure or suspension of

We are awaiting reports regarding the efficacy of the process

applications and recordals in Morocco. Requirements for
the filing include notarised or legalised Power of Attorney

any counterfeit products bearing their trade mark. This is

documents, as well as certified copies of the trade mark

permitted by the provisions of law No. 31/05.

registration certificate.

Key opportunities & concerns

+ Significant mineral deposits allow for an economy-leading
mining sector, working on land and offshore

+ Transportation and construction sectors are growing in response
to Namibia’s increasing role as a regional transportation hub

+ Close trading ties with South Africa provides access to that

market, while foreign trade links absorb mineral and fish exports

– 	Diamond mining is increasingly done at sea, raising production
costs

–

	The mining economy’s profitability is vulnerable to global
commodity price fluctuations

– 	Youth unemployment remains high

NAMIBIA

of the provisions of the new Act and their practical effects.

Registry Visit

the Registrar and that plans were underway to convene a

In November 2018, Adams & Adams Partners, Mariëtte du

and attempt to resolve them into a workable solution. The

Plessis and Nicky Garnett, and Africa Practice Manager

Registry staff were accommodating and responded to all

Menzi Maboyi, travelled to Namibia to visit our Associate

queries and requests. Since August 2016, with the formation

Office and the Registry which had relocated to new offices

of BIPA, positive progress is being made on the IP front in

earlier in the year.

We were advised that these concerns had been noted by
stakeholders’ workshop in early 2019 to discuss these issues

Namibia with the passing of a new Act, relocation of the

The team engaged with the Registry on a number of issues

Registry to more spacious, modern offices and improved

ranging from operational issues to the interpretation of some

systems within the Registry.
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Stakeholders Meeting on the
Implementation of the New IP Act
Following the coming into operation of the Industrial Property
Act of 2012 (the “Act”) on 1 August 2018, the Business and
Intellectual Property Authority (BIPA) held a Stakeholders’
Meeting on 20 February 2019, to discuss any uncertainties
arising from the implementation of the Act or the Regulations.
Adams & Adams Partner, Dale Healy, attended the meeting
Menzi Maboyi, Mariëtte du Plessis, Ainna Vilengi Kaundu,
(Executive: IP Services, BIPA) and Nicky Garnett

which was held in Windhoek. The meeting was attended
by members of BIPA. A number of issues relating to the
application of provisions of the Act were discussed and a
way forward agreed. An example of such issues is where
trade mark applications were submitted in terms of the Old
Act, but the response from the Registry is received post-New
Act, the action from the applicant/agent would need to
comply with the provisions of the New Act. At the conclusion
of the meeting, the Registry undertook to prepare and

L – R: Menzi Maboyi, Mr Colin Marenga (TM IP Officer), Ms
Mbeja Kahikopo (IP Officer), Nicky Garnett, Ms Hilia (IP Officer),
Mr Eliphas Tjapaka (IP Consultant) and Mariëtte du Plessis

circulate a practice directive and to hold another meeting
to discuss the procedure for contentious matters.

Anti-counterfeiting training workshops and
search and seizure operation
Adams & Adams representatives travelled to Namibia to
conduct anti-counterfeiting training with members of the
Namibia Customs & Excise Department in November 2018.
In-market operations were subsequently carried out in
Oshikuku, Outapi and Oshakango where a large quantity of
counterfeit goods was seized.
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Anti-counterfeiting training workshop
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Key opportunities & concerns

+ Oil reserves and advanced industry infrastructure will remain
profitable

+ A large educated and affluent demographic provides lucrative

domestic market to purchase products for industrial and service
sectors

+ A motivated local talent and entrepreneur class exists to exploit
the country’s trade links and diversify the economy from oil
dependency

– 	Boko Haram terrorist activities threaten all business and social
security

– 	Government corruption inhibits business activity and has created
a mood of national cynicism

NIGERIA

– 	Nigerians living in poverty has risen from 62% in 2014 to 70% in 2016,
ensuring future social unrest, if poverty is not mitigated

NAFDAC secures conviction against
manufacturer of fake cosmetics
In February 2019, Nigeria’s National Agency for Food and

case against Arimiwen beyond a reasonable doubt. He

Drug Administration and Control (NAFDAC) secured a

was sentenced to 15 months on five of the counts and 10

conviction and 15-month prison sentence against Lagos

months on the remaining counts – the terms of which will run

businessman, Ebenezer Arimiwen. Mr. Arimiwen faced

concurrently.

seven charges in total, including manufacturing cosmetic
products without approval, wrong labelling, distribution of
unregistered cosmetic products and producing cosmetic
without approval from NAFDAC.
The products included some various unidentified white
creams, Nice Skin Maxitona Lotion, Perfect White Lightening
Beauty Lotion, HQ High Quality Luxury Milk, among others. The
prosecutor, Umaru Shamaki said the offences are contrary
to Section 1, 5(a) of the Food Drugs and Related Products
(registration etc.) Act, Cap F33, LFN 2004 and punishable
under Section 6 (1) (a), 17(1) of the same Act. And Section 1,
6 of the Cosmetic Products (Labelling) Regulation 2005 and
punishable under Section 20 (1) (a) of the same Regulations.
In the past decade counterfeit fast-moving consumer goods
(FMCG) have developed into a thriving market. The main
concern with counterfeit FMCG goods is the health and

In other NAFDAC news, the agency has introduced a new
online product monitoring system for imported food products.
This application will allow applicants to monitor the progress
and process of their product registration.

Registrar launches a compendium of
rulings of the Trademarks Tribunal
The Nigerian Trade Marks Office recently released its first
ever Compendium of Trade Mark Opposition Rulings. The
publication is available in hard copy and is seen as a step
forward for intellectual property protection and enforcement
in Nigeria.
The publication of the 664-page compendium brings
Nigeria’s trade mark register more in line with international
standards.

safety risk posed to unsuspecting consumers. A report by

The compendium will also assist brand owners and attorneys

the World Health Organisation (WHO) indicates that nearly

to have a holistic view of opposition matters and will provide

a quarter of pharmaceuticals in circulation in developing

more certainty, as rights holders will have sufficient precedent

countries – including HIV/Aids, TB and malaria treatments –

to determine whether or not action is warranted in trade

are of a poor and unacceptable quality. Such medication

mark related disputes they may face in Nigeria.

is at best ineffective and at worst deadly. Another concern
is that counterfeits have now filtered into the legitimate
distribution channels.

The compendium is seen as a major development for the
Nigerian trade marks registry and attorneys and brand
owners alike are positive that it will contribute to an

Justice Jude Dagat of the Federal High Court in Lagos was

environment where rights are better enforced and brands

satisfied that the prosecution had been able to prove the

more effectively protected.
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Key opportunities & concerns

+ Government is encouraging construction, ICT and trade investments
+ Agribusiness has solid foundation in country’s dominant agriculture sector
+ Rwanda’s famous gorillas are the basis of a tourism industryrruption and inspire
business investment

– 	The landlocked country has erratic transportation links through unpredictable
states

– 	Largely rural peasant population is ill-trained to satisfy the requirements of a
modern workforce

–

	The government’s curtailing of human rights and non-governmental
organisations activities shows a worrying authoritative streak

RWANDA
No patent protection for pharmaceutical
products
Rwanda’s 2009 Law on Intellectual Property, expressly
excludes pharmaceutical products from patent protection.
Rwanda is a member of ARIPO (African Regional Intellectual

application on the basis that the application is incompatible
with its national laws. In the past, this option was used very
infrequently and applications accepted by ARIPO typically
proceeded to grant without further objections. However,
in the past few months we have received a number of

Property Organisation) and is a signatory to the Harare

rejections of pharmaceutical patent applications from the

Protocol. As such, Rwanda can be designated in patent

Rwanda patent office.

applications filed via ARIPO.
Users of the ARIPO system should be advised to consider
Once a patent application has been examined by ARIPO, the

the designation of states carefully to avoid payment of fees

designated member states have an opportunity to reject the

where the subject matter is excluded from protection.

SIERRA LEONE

Department at the Sierra Leone Registry that the effective

2012 Trade Marks Act is now in force
Despite enacting new Design and Patent legislation in 2012,
the much anticipated promulgation of the amended Trade
Marks Act has been in limbo for a number of years. However,
the Sierra Leone Registry has now indicated that it is applying

date of the new Act was 14 March 2018.
The new Act repeals the Trade Marks Act no. 17, Cap 244 of
1960 (the old Act) and introduces significant changes to the
trade mark law in Sierra Leone. Most notably, the new Act
incorporates the following changes:

the Trade Marks Act No. 8 of 2014 (the new Act). This follows

		 Adoption of the Nice Classification of Goods and Services

a long period of uncertainty concerning the applicable

and the registration of service marks. Previously under

legislation in Sierra Leone, as the new Act was reportedly

the old Act, trade mark applications were filed using the

returned to Parliament after being published in the Gazette

old (pre-1938) UK Classification of Goods, which inter alia

of 9 October 2014, in order for certain technical issues to be
resolved.

does not recognise service marks;
		 Recognition of International Trade Mark Agreements
signed by Sierra Leone, which can be interpreted

We have been notified by the Head of the Trade Marks
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to mean that the new Act affords recognition to
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Key opportunities & concerns

+ Iron ore excavation leads the mining sector that dominates the
economy

+ Better governance enhances business environment with a
renewed push for regulatory reform

+ Improving electricity supplies bring cheer to businesses and
domestic users

– 	Fear of Ebola’s return haunts the country
– 	A poor and food-insecure population needs immediate social
welfare improvements

– 	Governance is still subject to corruption
International Registrations. However, procedurally, there

that the Regulations passed under the old Act will remain in

will be significant challenges;

force until amended or revoked under the new Act. The new

		 Provision for the registration of collective marks;

Act also provides that the repeal of the old Act will also not

		 Provision for the claiming of priority rights under the Paris

affect the validity of any marks or rights vested under the

Convention;

old Act and those rights will continue to be enforceable as if
they are conferred under the new Act.

		 Recognition of well-known marks;
		 Duration of trade mark registrations changes from 14
years to a 10-year period calculated from the date

The Regulations passed under the old Act are as outdated

of filing of the application and trade marks may be

and inadequate as the old Act under which they were

renewed for consecutive periods of 10 years;

promulgated. Notably, the old Regulations make no provision

		 Establishment of an IP Tribunal with considerable powers,

for the application of the Nice Classification of Goods and

such as hearing appeals, invalidations, infringements

Services, nor do they provide for the registration of service

and criminal offences;

marks.

		 Publication of assignments upon recordal;

While we await the official notice from the Registry

		 Inclusion of licensing provisions;

concerning the effective date of the New Act, the Registry

		 Inclusion of additional grounds for opposition;
		 Inclusion

of

more

detailed

provisions

regarding

infringement: - that infringements will be extended
to similar goods, damages may be awarded for
infringement and intentional infringement is a criminal
offence; and
		 Provision for unfair competition, trade names and false
trade descriptions.

is accepting the filing of trade mark applications under the
Nice Classification of Goods and Services. Accordingly,
trade mark owners may wish to consider protecting their
service marks in Sierra Leone.
In addition, we note that as of 11 January 2019, the Registry’s
official fees in Sierra Leone have increased. The increase is in
accordance with Legislative Instrument No. 2 of 2019 of the

To date, no new Regulations have been drafted under the

Finance Act, 2019. We are in the process of updating our

new Act. In this regard, section 60 of the new Act provides

tariffs to reflect the increased official fees.
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Key opportunities & concerns

+ Minerals, agriculture, industry, services and tourism thrive in a diverse economy
+ Beautiful country with varied environments has a well-developed tourism sector
+ Constantly improving infrastructure and an advanced technological society are
tied to a successful university system

–
– 	Persistent economic inequity is increasing social unrest
– 	The ruling party is entrenched and has become corrupt and arrogant
	Electricity outages have plagued businesses and residencies

SOUTH AFRICA
Increase in official fees for patents and
designs
Official fees for patent and design applications filed at the
South African Patent Office are set to increase from 1 July
2019. The new fee structure introduces a distinction between
small and large entities. A small entity will be an entity
defined as a Small Medium Micro Enterprise (SMME) in the
National Small Business Amendment Act. This is a convoluted
definition but most foreign applicants would be classified as

The Respondent registered its PRIMARK trade mark in South
Africa in class 25, in 1976. The trade mark registration was duly
renewed over the years and remained in force. The Applicant
applied to cancel the registration on the basis of non-use, as
it could find no use of the trade mark in South Africa in the 5
years preceding the institution of the cancellation action. As
the Respondent had not, in fact, made use of its trade mark
in South Africa, it sought to defend the cancellation on the
basis of Section 27(5) of the Act.

large entities. The fees remain similar for small entities but, for

The Applicant, a clothing retailer that operates 270 stores

large entities, the increases are roughly two-fold for filing and

in, inter alia, the UK, Spain, Germany and France, submitted

ten-fold for renewals.

extensive evidence to show that many persons employed in

Is your well-known trade mark really wellknown in South Africa?
In a recent case before the Supreme Court of Appeal, the

the South African fashion sector are familiar with the PRIMARK
trade mark and that this was also true of South Africans who
travel abroad or that read popular publications available in
South Africa, such as ELLE Magazine.

court enquired into when a trade mark may be considered
well-known. The enquiry dealt with how to identify the scope

The Respondent succeeded with its defence in the High

of the public that must be familiar with the trade mark and

Court and the matter ended up before the Supreme Court

how much of that sector must be aware of the trade mark,

of Appeal (“SCA”). The primary dispute to be decided by

before the trade mark may be considered well-known. The

the SCA was whether the trade mark PRIMARK was a well-

findings of the case are of special importance to foreign

known trade mark in South Africa. As is the case in many

(non-South African) trade mark proprietors.

other jurisdictions, South Africa affords special protection to

In the case of Truworths Ltd v Primark Holding, the Applicant,
Truworths Limited, which is large South African clothing chain,
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well-known trade marks, as provided for in Article 6bis of the
Paris Convention.

sought to cancel the registration of the mark PRIMARK in class

In order to establish whether the mark PRIMARK is well-known

25, on the basis of non-use. The Respondent, Primark Holding,

in South Africa, the SCA had to consider the knowledge of the

a UK based clothing chain, defended the cancellation

trade mark in the “relevant sector of the public.” In the case

application on the basis of Section 27 (5) of the South African

of McDonald’s Corporation v Joburgers Drive-Inn Restaurant

Trade Marks Act 193 of 1994 (hereinafter “the Act”). In terms

(Pty) Ltd and Another (hereinafter the “McDonald’s case”) ,

of Section 27(5), a foreign well-known trade mark may not

which is the leading precedent on well-known trade marks in

be cancelled on the basis of non-use.

South Africa, the SCA found that a mark can be considered
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well-known where it is known to a substantial number of

importers, channels of supply, retailers, etc and that “any

persons that are “interested in the goods or services to which

other knowledge of the mark is irrelevant for the purpose

the mark relates.” In the McDonald’s case the court found

of determining whether the mark is a well-known mark

that the persons interested in McDonald’s products and

deserving of protection under s 35(1).”

services consisted of potential retail customers and persons
interested in operating a McDonald’s franchise. After

The Applicant contended that that the relevant sector of the

considering the evidence in the matter, the SCA found that

public in South Africa was limited to the South African fashion

the MCDONALD’S trade mark was known by a substantial

industry and to South Africans who travel internationally.

number of persons in both groups.

The court disagreed with this contention, as it held that the
relevant sector of the public should include middle to lower

In the PRIMARK case, the SCA found that the relevant sector

income groups, which would be the target customer of the

of the public, in South Africa, is dependent on the nature of

products sold under the PRIMARK trade mark. In the end,

the goods or services offered under the relevant trade mark.

the court was of the view that “those identified as having

and that after identifying the relevant sector, the court would

knowledge of PRIMARK (by the Respondent) were not

have to determine whether the mark PRIMARK is known to

broadly representative of middle to lower income groups in

a substantial number of people in that sector of the public.

South Africa”.

The court said that for a sector of the public to be regarded
as the relevant sector “The persons constituting the sector in
question must know of or be interested in the mark for the
reason that trade marks are given protection, namely their
attractive force in the trade in the goods and services as a
badge or origin of those goods and services.”
The court indicated that, in order for a mark to qualify as
a well-known trade mark it must be known to the relevant
sector of the South African public. The court further indicated
that the relevant sectors will comprise of those who are likely

The court’s decision
The court went on to find that the evidence provided by the
Applicant did not support the view that the PRIMARK trade
mark was sufficiently known among the relevant sector of
the public, as identified by the court. The application for
cancellation was accordingly granted.
In the interim, the Respondent is taking the matter on appeal
to the Constitutional Court and the process is still ongoing.

to be attracted by the mark’s reputation to do business with

In its judgment, the court expressed its awareness that the

the proprietor of the mark, whether as consumers, agents,

Applicant may not have acted in good faith and that its
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claims of being unaware of the Respondent’s mark, business

The old funding model of the ASA was a serious concern and

and reputation, were disingenuous. If fact, the court said that

was one of the reasons for the ASA’s ultimate liquidation.

the Applicant intends to be a ‘copycat’ imitator of another’s

The funding and the reduction of the ASA’s operational

brand or label. However, the court found that imitation may

costs is therefore fundamental to the sustainability of the

be permitted, unless there is ‘something more’, such as

newly established ARB. One of the ways in which the costs

fraudulent conduct. In the absence of ‘something more’

were reduced involved moving the regulatory body to

the court said that the principle of territoriality prevails over

different premises, as well as cutting down on the number

policy considerations of the morality of such imitation

of permanent staff members. A portion of the funding will no

It is not sufficient for foreign trade mark proprietors to rely
on the notoriety of their trade marks internationally. It is
important for the trade mark proprietor to ensure that its
mark is well-known to the relevant sector of the public that
may be interested in the goods or services sold under the
trade mark, in order to defend a cancellation action where
the mark has not been used in South Africa.
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doubt come from the fee associated with filing complaints.
Similar to the ASA, consumer complaints will be considered
free of any charge. However, competitor complaints will
incur a filing fee of ZAR11 500 (around USD 850) for ARB
contributors and ZAR 28 750 (around USD 2100) for noncontributors. The ARB is funded by donations from marketers
and advertisers, and these donors are entitled to a discount
of filing fees when filing a competitor complaint. To benefit

New body in charge of Advertising

from the lower fees, the complainant must have paid at

The Advertising Regulatory Board (ARB) officially opened for

The successful party in an appeal will also receive a partial

business in November 2018 and has already handed down

refund of their filing fees, regardless of whether they are a

several rulings.

contributor or not.

The ARB very quickly assumed the rule of the advertising

The jurisdiction of the ASA and other self - regulatory bodies

and marketing industries self-regulating body, following

has been a contentious issue for some time. The issue was

the liquidation of the Advertising Standards Advertising

finally resolved when Herbex (Pty) Limited, a manufacturer

Standards Authority of South Africa (ASA), which had been

of slimming products that was not a member of the ASA,

struggling with administrative and financial difficulties for

challenged the jurisdiction of the ASA that led to a final

some time.

decision by the Supreme Court of Appeal in September 2017.

Following the liquidation of the ASA, the ARB is now

The Supreme Court held that the ASA had no jurisdiction

administering the Code of Advertising practice on behalf

over non-members of the ASA and that it may not, in the

of the advertising and marketing industry. The Code of

absence of a specific agreement, require non-members to

Advertising practice is an industry wide accepted code that

participate in its processes or issue any instruction, order or

is based largely on codes of similar international bodies, and

ruling against the non-member. This decision will apply to the

is the same code that was administered and used by the

ARB too, and the ARB will similarly have no jurisdiction over

previous ASA. The basic rules of advertising, as set out by

non-members. The ARB, in a recent decision, confirmed that

the Code, requires that all advertisements should be legal,

its rulings are only binding on members and on broadcasters,

decent, honest and truthful.

in terms of the Electronic Communications Act.

The ARB’s very first decision, although not ground breaking,

The ARB may however consider the advertising of non-

provided some comfort to potential complainants regarding

members for the benefit of its members to determine

the functionality of the ARB. The first decision, that was

whether its media members, should accept or withdraw any

resolved by way of an undertaking from the advertiser,

advertisement. The ARB is however an entirely independent

involved a consumer complaint regarding the labelling of

body from the ASA, and the ARB will need to enter into its

fat spread for bread as ‘margarine’. Notably, the ARB in its

own agreements with all of the bodies and entities that were

decision indicated that ‘the main objective of the Advertising

previously members of the ASA. Further, those associations

Regulatory Board is to protect consumers from advertising

will probably also need to enter into new agreements with

that contravenes the Code of Advertising Practice. In the

its own members in order to get their undertaking to comply

vast majority of instances where advertising is found to

with the ARB’s advertising code and its rulings. It remains to

contravene the Code, the ARB will require the advertising to

be seen how effective the ARB may be in regulating local

be withdrawn or amended.’

advertising.

least one cycle of funding before lodging a complaint.
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Key opportunities & concerns

+ The easing of US and international sanctions are
revitalising trade

+
+ Burgeoning links with Gulf States may presage

The agricultural sector capable of greater exports
bilateral trade

– 	Dictatorship of indicted war criminal President
Bashir is a hindrance to investment

SUDAN
IP appeals now heard by High Court

– 	Public debt usually exceeds GDP
– 	UN must keep peacekeepers in the Darfur region
or more conflict is assured

as limiting jurisdiction to receive arguments against official
actions to the Courts. Practically speaking, interested parties

The Registrar General of Intellectual Property in Sudan

will now have to challenge unfavourable official actions by

has recently announced a change in the prosecution

filing an application with the High Court. This application

of trade marks in Sudan. The mandate of Committee of

must be filed within one month from the date of issuance of

Appeal has been terminated, meaning that all written

the official action.

submissions challenging official actions must now be filed as
applications before the High Court.

To date, no decision has been taken or communicated in
respect of pending appeals lodged with the committee of

The rationale behind the Registrar General's decision is

appeals prior to the Registrar General’s announcement.

jurisdictional. Article 16(2) of The Trade Marks Act, 1969
states; “Any refusal by the Registrar to register a mark or any

We will continue to engage with the Registry regarding the

condition, amendment, modification or limitation imposed

status of pending responses to official actions in Sudan. We

by him shall be subject to appeal to the Court.”

will keep you advised with further updates as they become
available.

The Registrar General has interpreted the above section
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UGANDA
No patent protection for pharmaceutical
products
The Ugandan Patents Act expressly excludes pharmaceutical
products from patent protection. Uganda is a member of
ARIPO (African Regional Intellectual Property Organisation)
and is a signatory to the Harare Protocol. As such, Uganda
can be designated patent applications filed via ARIPO.

Key opportunities & concerns

+ Recently discovered oil deposits will be the
foundation for a new energy industry

+ The industrial sector is well integrated with
the agricultural sector

+ Productive agricultural land is capable for
greater commercial farming

– 	Supplanting a unified country with tribal-

based federalism for political gain serves
President Museveni but has already
presented crises

– 	Government is being greedy with oil tracks
and is not forthcoming with exploration
licenses

– 	Inadequate electricity supply is hindering
industrial growth
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Once a patent application has been examined by ARIPO, the
designated member states have an opportunity to reject the
application on the basis that the application is incompatible
with its national laws. In the past, this option was used very
infrequently and applications accepted by ARIPO typically
proceeded to grant without further objections. However,
in the past few months we have received a number of
rejections of pharmaceutical patent applications from the
Ugandan patent office.
Users of the ARIPO system should be advised to consider
the designation of states carefully to avoid payment of fees
where the subject matter is excluded from protection.
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Key opportunities & concerns

Key opportunities & concerns

+ Good trade links and improving

+ A well-developed mining sector is a

transportation infrastructure, including the
Dar es Salaam port

seasoned producer of copper and
other minerals

+ Strong construction demand and a growing

+ A solid financial sector facilitates

ICT sector are propelling the economy
forwards

investment

+ There is potential for greater tourism

+ Tourists are reliably drawn to Tanzania’s

and services sector

– 	Weak world commodity prices

wildlife and natural attractions

– 	Corruption continues to be a threat to

continue to drag down the miningbased economy

governance and the economy

– 	Largely poor population are excluded from

– 	HIV/AIDS is a public health

economic growth

emergency that has severely drained
society and business

– 	Political uncertainty in Zanzibar illustrates an

– 	Electricity outages hinder business

uneasy alliance with the mainland

and industrial activity

TANZANIA

ZAMBIA

Anti-Counterfeiting training workshop

Notice regarding Property Transfer Tax for
Intellectual Property

Adams & Adams held an anti-counterfeiting training
workshop with members of Tanzania’s Fair Competition

On 25 December 2018, the Zambian Industrial Property

Commission (FCC) in October 2018.

Office issued a legal notice regarding the application of

The training, which has become an annual event, was
well received by all those who attended. Adams & Adams
continues to work closely with the FCC and increase its
network of investigators in each country to assist with
investigations which lead to these large seizures.

the Property Transfer Tax (Amendment) Act, 2017 on trade
marks, patents and Industrial designs. The Amendment Act
amends certain provisions of the Property Transfer Tax Act,
Chapter 340 (Principal Act).
The definition of “property” has been amended to include
“intellectual property”, which is defined as including a
patent, trade mark, copyright or industrial design. Section
4 of the Principal Act requires property transfer tax to be
charged upon and collected from the person transferring the
property. This would now include the transfer or assignment
of intellectual property. Section 3 of the Amendment Act,
which amends section 4 of the Principal Act, requires
property transfer tax to be charged in respect of transfer of
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intellectual property at the rate of 5% of the realised value of

incorporated outside the Republic of Zambia where such

the intellectual property concerned.

a company directly or indirectly owns at least 10% of a
company incorporated in Zambia. In such circumstances,

The Registrar has taken the view that the aforementioned

the tax is charged and collected from the Zambian

provisions of the Amendment Act require both national

incorporated company as opposed to the foreign company.

and foreign owners of intellectual property in Zambia to

This seems to suggest that a foreign entity, whether it owns

pay property transfer tax when assigning or transferring

shares or intellectual property, is not required to pay property

trade marks, patents or industrial designs. However, this

transfer tax.

conclusion does not immediately flow from the wording of
the Act. Although the position regarding foreign owners of
intellectual property has not been clearly dealt with in the
Act, the position regarding ownership of shares by foreign
companies is clear. In terms of the Amendment Act, property
transfer tax may be charged on shares issued by a company

The Registrar’s decision has been met with some resistance
from practitioners. We have since been informed that the
Registrar has apparently referred the matter to the Zambia
Revenue Tribunal. It is advisable to hold on instructions to
assign or transfer trade marks, patents or industrial designs in
Zambia until the legal position has been clarified.

ZIMBABWE
Inventor challenges Zimbabwean Patent
Office on business method inventions
Tawanda Mahanzu, a Zimbabwean entrepreneur and
inventor (“the applicant”), has approached the Intellectual
Property Tribunal of Zimbabwe (“the IPT”) on an urgent basis
to challenge the alleged practice at the Zimbabwean Patent
Office (“ZIPO”) of excluding certain types of inventions from
patentability.
The applicant lodged a patent application with ZIPO on 28
November 2018. The patent application is directed to an
invention entitled “Banknote Possession Tracking and Deposit
Enforcement Methods”. The invention relates to business
processes, implemented by computer systems, for solving
the issue of physical cash shortages. The patent specification
essentially describes the use of tokens, exchangeable for

Key opportunities & concerns

+

Mineral and natural resources and fine
agricultural land are major economic assets

banknotes and coins, which can be used to track banknote
and coin possession.

+ A well-educated population is also 		

According to the applicant, soon after filing the patent

+ Victoria Falls is Sub-Saharan Africa’s most

application had been found to be in order for acceptance

industrious

famous tourism site and foundation of
tourism

– 	Continuing economic and political

oppression under President Mugabe

– 	Post-Mugabe political turmoil and possible
military government

– 	Costly rebuilding of economy is required
after regime change industrial growth

application, he received a notification from ZIPO that the
and should be advertised in the prescribed manner. He
then proceeded to pay the required fee for advertising the
application. He is of the view that ZIPO does not conduct
substantive examination on patent applications and merely
checks whether the formal requirements are met before
advising an applicant that an application is in order for
acceptance.
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In the founding affidavit filed in support of the court
application, Mahanzu alleges that, prior to lodging his patent
application, he was informed by ZIPO that business methods
(among other classes of inventions, such as software and
mathematical methods) are not patentable in Zimbabwe.
After perusing the governing law, being the Patents Act of
Zimbabwe, Chapter 26:03 (“the Act”), he found that the
alleged practice is not supported by any provisions of the Act.
The Act defines an invention as follows: “Any new and useful
art, whether producing a physical effect or not, process,
machine, manufacture or composition of matter which is
not obvious or any new and useful improvement thereof
which is not obvious, capable of being used or applied in
trade or industry and includes an alleged invention.” Unlike
the national patent laws of some countries, such as South
Africa, Zimbabwe’s Act does not explicitly exclude business

ideas (e.g., pure business methods) are not barred from

methods and software as such from patentability.

patentability and relieves examiners from the burden of

For this reason, the applicant argues that a new business
method can fall within the Act’s definition of an invention,
as set out above, and his urgent court application seeks

having to determine the boundary between abstract and
non-abstract ideas, e.g., by considering factors such as a
possible “technical effect” brought about by an invention.

to challenge the alleged exclusion of business methods on

The applicant has requested the IPT to suspend ZIPO’s

the grounds that such an exclusion would be both unlawful

alleged practice of applying subject matter exceptions that

and unconstitutional. More specifically, it is alleged that this

are not provided for in the Act and to declare the practice

practice has no legal basis (i.e., ZIPO would be acting ultra

to be unlawful and in breach of his constitutional rights.

vires when excluding these types of inventions) and infringes

The Controller of Patents, Trademarks and Industrial Designs

several constitutional rights, such as the right to lawful and

(“the Controller”), who is cited as one of the respondents in

reasonable administrative conduct, the right to property

the court application, is opposing the application. Essentially,

and the right to choose and carry on any profession, trade

the Controller believes that the applicant is misinformed

or occupation.

as to ZIPO’s practice. The Controller denies that ZIPO has

Mahanzu believes that the phrase “whether producing a
physical effect or not”, which forms part of the definition
of an invention in terms of the Act, shows that abstract

acted ultra vires and contends that it has always acted
within the bounds of the Act when processing Zimbabwean
patent applications. In the relevant opposing affidavit,
the Controller states that Mahanzu’s allegations regarding
patentability exclusions are not accurate and are based on
non-authoritative sources concerning ZIPO’s practice.
Additionally, it appears that ZIPO’s version of events differs
materially from Mahanzu’s version. The Controller alleges
that the applicant actually failed to pay the required
advertisement fee and that the application was therefore
deemed to be aborted. Accordingly, the Controller argues
that the applicant has not been given any decision as to
the patentability of the invention and cannot conclude that
ZIPO does not substantively examine patent applications.
At the time of writing, the IPT had not yet delivered a
judgment in the matter. We are following the matter with
interest and will report on any further developments as they
arise.
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Key insights on Zimbabwe's new IP Policy
and Implementation Strategy

Actions to be taken to implement this Policy include:
		 Raising and consolidating IP awareness among the

Recently, Zimbabwe launched its first national Intellectual

people of Zimbabwe. The measures taken to achieve

Property Policy and Implementation Strategy [2018-2022]

this goal will form part of an outreach programme

(“the Policy”). The Policy was drafted with the assistance of

targeting the general public, specific stakeholder

WIPO, and involved interface meetings and workshops with

groups and key stakeholders in the public and private

various stakeholders.

sectors, as well as the civil society.

In reviewing the policy and implementation strategy our

		 Consolidating IP literacy and professional skills.

team has published the following observations regarding its

To enable the economy to generate its own IP, a

objective and roll-out.

competitive pool of local IP experts needs to be

The Policy acknowledges the important role that Intellectual

systematically built and sustained. This can be achieved

Property Rights (“IPRs”) play in cultural, economic and social

through introducing individual courses and integrated

development. It also recognises the fact that Zimbabwe

programmes on IP matters in the curriculum of domestic

has impressive IP potential, which can be harnessed to

and education and training institutions.

develop its economy. The utilisation of this potential has, in
the past, been substandard. This has been attributed to a
lack of understanding and knowledge regarding IP and IPRs.
Consequently, it has not been able to fully benefit from the
exploitation of its IP assets. Part of this challenge has been
as a result of the absence of an IP policy to guide and give
direction as to how Zimbabwe can economically exploit IP

		 Enhancing the IP domestic governance framework
through bridging the gaps, providing comprehensive
protection of Zimbabwe’s IP concerns and interests,
and ensuring that competition is not stifled by the
application of IPRs.
		 Enhancing domestic fiscal capacities to finance IP

into the development plans of the country. It is therefore

generation and commercialisation. In this case, the

prudent that appropriate measures and strategies are putin

Government of Zimbabwe will mobilise and provide

place to ensure that IPRs are efficiently protected and used
to enhance such development.

incentives to various financial institutions. In addition, a
round table of relevant stakeholders will be organised

The Policy’s overall objective is ensuring that the entire

by the Government to assess the situation and devise

Intellectual Property governance framework, such as

a practical IP finance system that will assist and nurture

diverse laws and regulations, strategies, action plans,

creativity and encourage innovation and inventiveness.

treaties, protocols, practices etc., leverages Zimbabwe’s IP
potential for inclusive and sustainable economic growth and
development. The specific objectives which the Policy seeks
to effectively pursue include:
		 Raising and consolidating IP awareness amongst the
general public;
		 Informing stakeholders about the economic benefits
of IP;
		 Enhancing IP knowledge and professional skills
capacities;
		 Encouraging the mobilisation of IP through acquisitions
and own creations;
		 Protecting IP;
		 Inspiring the commercialisation of IP; and
		 Enhancing IP trading mediation capacities.

		 Developing an integrated IP economy in the country by
taking measures which will promote IP entrepreneurship
and develop the IP market.
		 Enhancing domestic institutional capacities for
IP administration. Here the Government needs to
strengthen the national IP office, establish a system for
IP management at tertiary institutions and the private
sector, institutionalise a mechanism for licensing control
and establish a model national licensing system,
establish Technology and Innovation Support Centres
and a strategy for the promotion and communication
of intellectual property activities.
It is refreshing to see how the Policy acknowledges IP as a
strategic asset for promoting innovation and technological
development and will prove to be a most useful tool in
guiding the country’s efforts to leverage IP for sustainable
economic growth and development.
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MADRID IN AFRICA
REPORT | THE APPLICABILITY OF THE MADRID SYSTEM IN AFRICA
Although the Madrid system functions very well in most
countries outside of Africa where IP laws are at similar
stages of development and IP Offices utilise advanced
technologies and maintain digital registers and systems,
the reliance on the Madrid-system in most African
countries carries with it a degree of commercial risk (the
level of which depends on the jurisdiction concerned).

Key criteria
For the system to function effectively, the following key
requirements need to be met:
1. National Trade Mark or IP laws should expressly
recognise the validity and enforceability of
international registrations. Preferably, Regulations
should also be implemented to offer guidance
and direction to Registry officials on how to process
Madrid-designations.
2. The national IP Office should process, examine and
publish all Madrid-designations and indicate any
objections to WIPO within the strict timelines (12 – 18
months).
3. The IP Office should maintain a singular (digital)
trade marks register which contains national and
international registrations.

Africa Madrid Members
The following 21 African jurisdictions can be designated in
terms of the Madrid system:
Algeria, Botswana, Egypt, Gambia, Ghana, Kenya,
Lesotho, Liberia, Madagascar, Morocco, Mozambique,
Namibia, OAPI, Rwanda, Sao Tome and Principe, Sierra
Leone, Sudan, Swaziland, Tunisia, Zambia and Zimbabwe.

Enforceability
Of these member states, only four countries meet the
key criteria that are mentioned above, namely Kenya,
Mozambique, Morocco and Tunisia.

In the other African Madrid member countries, many
obstacles remain before the Madrid system can be relied
upon to secure enforceable trade mark rights. As a firm,
we are aware of an increasing amount of cases where
the owners of international registrations were under the
mistaken belief that they secured enforceable statutory
rights in some African Madrid member countries, to only
learn at a later stage, when enforcement becomes a
priority, that no enforceable rights were established on a
national level in those countries at all.

General
International (Madrid) registrations are vulnerable to
a central attack on the base application/registration
during the first 5 years and any invalidation, limitation
or cancellation action that succeeds against the base
application/registration during this time would also affect
all other country designations.
International registrations may also not suit companies with
complex licensing or ownership structures as all country
designations need to reflect the same ownership details.

Conclusion
The Madrid system offers a cost-effective trade mark
registration system where multiple Madrid member
countries are concerned, but careful consideration
needs to be given as to whether the rights arising from
an international registration would be enforceable in all
designated jurisdictions (especially where African countries
are designated). Also, the vulnerability to a central attack
on the base application and the inflexibility to cater for
more complex ownership structures could demand that a
different approach be considered.

For more information please e-mail
madrid@adams.africa
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KIPANGA

TM

PREMIUM

WATCH SERVICE FOR AFRICA

The first-of-its kind for Africa, KIPANGA™ provides
pro-active, intelligent and screened information to
assist brand owners in protecting their trade marks and
securing their ability to trade in these jurisdictions.
EARLY WARNINGS
In Africa, where many jurisdictions are first-to-file and brand filching is common,
KIPANGA™ is a must-have tool in protecting your brands from third parties
attempting to register similar marks in your space.
FULLY CUSTOMISABLE
Your KIPANGA™ report is tailored to your needs and can be sent weekly or
fortnightly. Choose to be notified only of marks that are considered medium or
high risk, or all marks uncovered by the watch. Customise by class as well.
CAREFULLY SCRUTINISED
Watch notices provided are screened by an attorney who is familiar with your
trade mark portfolio and who has specific experience in trade mark oppositions in
Africa, so you only see marks of potential concern.
TIME-SAVING
KIPANGA™ will reduce your inbox clutter, as well as in-house time spent
screening and assessing potentially conflicting marks, while ensuring that your
marks are properly protected in sometimes-challenging jurisdictions.

PAN AFRICAN
KIPANGA™ covers all jurisdictions where journals are published and where
Madrid Protocol applications designate African countries. Where specifications
of potentially conflicting marks are not published in English, translations are
provided on request at no extra charge.

FOR MORE INFORMATION, EMAIL: kipanga@adams.africa

ATTORNEYS

Patent | Trade Mark | Copyright | Design | Commercial | Property | Litigation
www.adams.africa
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ADAMS.AFRICA ADVISORY

SERVICES AVAILABLE:
COMPLIMENTARY UPDATES AND INTELLIGENCE
BRIEFINGS

Short, insight-driven newsletter briefings on key trends and developments across the
continent that are directly relevant to Adams & Adams clients. These will include
monthly highlights packages that detail the most pertinent business, economic and
political happenings each month, coupled with a wider range of ad-hoc updates
to keep our network well-informed.

ON-DEMAND ADVISORY ASSISTANCE

This service will respond to any direct queries and requests for advice regarding any
current and future plans in Africa - ensuring well-informed decision-making as and when
needed. Clients will have direct access to our Advisory team and its huge network of
industry experts around the African continent, who will be ‘on call’ to guide strategic
processes ranging from advice regarding market expansion opportunities through to risk
mitigation considerations.

SPECIALISED RESEARCH CONSULTATIONS

Our specialised service provides a wide range of research consulting services to help
guide your Africa strategies. These services include (but are not limited to):
• Landscape assessments to deepen your understanding of the markets and
industries in which you work, covering topics such as economic growth potential,
political climate, competitor research, key industry players, market size, relevant
regulations and legislation and more.
• Opportunity assessments to guide your decisions regarding new potential markets for expansion,
expertly analysing key factors such as market attractiveness, competitor landscape, market potential
and risk.
• Risk assessments to identify potential risks to your business in selected markets, ranging from the risks
posed by political and economic instability, to risks such as changing regulations, corruption, conflict,
infrastructural inadequacies, health concerns, market saturation, etc.
• Partnership identification and facilitation, utilising our large networks across the continent and across
industries to link you with potential local partners to maximise your success in Africa, where a local
footprint is imperative.
• Due diligence investigations to ensure that you are fully-informed about your potential partners,
service providers and clients in Africa.

CUSTOMISED, ONGOING INTELLIGENCE BRIEFINGS
AND REPORTS

Customised briefings and reports that cover specific topics, industries, regions and/or
markets of interest to you on a weekly, monthly or quarterly basis. These products are
tailored to your requirements and draw from our huge team of researchers and analysts
around the continent. Whether you are in need of real-time updates on specific market
and competitor trends, or regular intelligence briefings on new partnership and market expansion
opportunities, Adams.Africa Advisory has you covered.

For any queries please contact us at advisory@adams.africa or visit www.adams.africa/advisory
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PRETORIA OFFICE
Lynnwood Bridge, 4 Daventry Street,
Lynnwood Manor, Pretoria, South Africa
PO BOX 1014, Pretoria 0001, South Africa
PHONE
FAX
EMAIL

+27 12 432 6000
+27 12 432 6599
mail@adams.africa

JOHANNESBURG OFFICE
2nd Floor, 34 Fredman Drive
(Cnr. 5th Street), Sandton, South Africa
PO BOX 10155, Johannesburg 2000, South Africa
PHONE
FAX

EMAIL

+27 11 895 1000
+27 11 784 2888 (CPL)
+27 11 784 2872 (Patents)
+27 11 784 2889 (Trade Marks)
jhb@adams.africa

ASSOCIATE OFFICES:
ANGOLA

angola@adams.africa

BOTSWANA

botswana@aadams.africa

BURUNDI

burundi@adams.africa

CAMEROON (OAPI)

cameroon@adams.africa
oapi@adams.africa

CAPE VERDE

capeverde@adams.africa

EGYPT

egypt@adams.africa

ETHIOPIA

ethiopia@adams.africa

GHANA

ghana@adams.africa

KENYA

kenya@adams.africa

LESOTHO

lesotho@adams.africa

LIBERIA

CAPE TOWN OFFICE
22nd Floor, 2 Long Street, Cnr. Long Street and
Hans Strijdom Avenue, Cape Town, South Africa
PO BOX 1513, Cape Town 8000, South Africa
PHONE
FAX
EMAIL

+27 21 402 5000
+27 21 418 9216 (Patents)
+27 21 419 5729 (Trade Marks)
cpt@adams.africa

liberia@adams.africa

LIBYA

libya@adams.africa

MOZAMBIQUE (ARIPO)
aripo@adams.africa
maputo@adams.africa

NAMIBIA

namibia@adams.africa

NIGERIA

nigeria@adams.africa

SIERRA LEONE

sierraleone@adams.africa

DURBAN OFFICE
Suite 2, Level 3, Ridgeside Office Park,
21 Richefond Circle, Umhlanga Ridge,
Durban, South Africa
PO BOX 237, Umhlanga Rocks 4320, South Africa
PHONE
FAX
EMAIL

+27 31 536 3740
+27 31 536 8254
dbn@adams.africa

SÃO TOMÉ AND PRÍNCIPE

saotomeprincipe@adams.africa

SWAZILAND

swaziland@adams.africa

TANZANIA (including Zanzibar)
tanzania@adams.africa

THE GAMBIA

thegambia@adams.africa

ZIMBABWE

zimbabwe@adams.africa

ATTORNEYS
Patent | Trade Mark | Copyright | Design | Commercial | Property | Litigation
www.adams.africa
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